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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name S.C. Johnson & Son, Inc.

Granted to Date
of previous ex-
tension

10/20/2019

Address 1525 HOWE STREET
RACINE, WI 53403
UNITED STATES

Attorney informa-
tion

Christopher B. Lay
IpHorgan Ltd
195 Arlington Heights Rd, Suite 125
Buffalo Grove, IL 60089
UNITED STATES
mail@iphorgan.com, jbathke@iphorgan.com, clay@iphorgan.net,
iplaw@iphorgan.com
847 808-5500

Applicant Information

Application No 88247536 Publication date 04/23/2019

Opposition Filing
Date

10/18/2019 Opposition Peri-
od Ends

10/20/2019

Applicant Off-White LLC
c/o Gelfand, Rennert & Feldman, LLP
360 Hamilton Ave., #100
White Plains, NY 10601
UNITED STATES

Goods/Services Affected by Opposition

Class 003. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Colognes; toilet water; perfumes; fra-
grances for personal use; Soaps, namely, bath soaps, cosmetic soaps, shaving soaps, perfumed
soaps, non-medicated beauty soap, deodorant soap, antiperspirant soap; Lotions for skin care; Anti-
perspirants; Deodorants for personal use; Cosmetics, namely, after-shave lotion, after-shaving
balms; Body wash; Non-medicated bathpreparations; Non-medicated skin care preparations; Room
fragrances; Potpourri;Aromatherapy oils, namely, essential oils for aromatherapy use, inhaler sold
filled with essential oils for use in aromatherapy; Fragranced beads for use in the home, namely, fra-
granced facial moisturizer, bath beads, air fragrancing preparations; Nail care preparations; Nail pol-
ish and nail polish remover; Essential oils; Make-up; Non-medicated toiletry preparations; Hair care
preparations; Hairstyling preparations; Hair lotions; Hair spray; Shampoo; Hair conditioner; Gel for
hair; Mousse for hair

Class 014. First Use: 0 First Use In Commerce: 0

http://estta.uspto.gov


All goods and services in the class are opposed, namely: Jewelry, bracelets, necklaces, pendants,
pins being jewelry, rings, earrings, cufflinks, watches, straps for watches

Class 018. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Handbags, tote bags, purses, clutches,
cosmetics bags sold empty, reusable shopping bags, wallets, backpacks, briefcases, attachÃ©
cases, travel bags, trunks, luggage, all purpose carry bags, Umbrellas and parasols, satchels, school
book bags, knapsacks, makeup cases sold empty, unfitted vanity cases, keycases, credit card hold-
ers, business card cases, briefcase-type portfolio cases, gym bags, beach bags, sport bags, toiletry
bags sold empty

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

No bona fide intent to use mark in commerce for
identified goods or services

Trademark Act Section 1(b)

Dilution by blurring Trademark Act Sections 2 and 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

4092154 Application Date 12/09/2010

Registration Date 01/24/2012 Foreign Priority
Date

NONE

Word Mark OFF!

Design Mark

Description of
Mark

The mark consists of "OFF!" inside an oval.

Goods/Services Class 004. First use: First Use: 2010/01/22 First Use In Commerce: 2010/01/22

citronella candles for use as insect repellents, namely, candles containing insect
repellent

U.S. Registration
No.

3299106 Application Date 05/06/2005

Registration Date 09/25/2007 Foreign Priority NONE



Date

Word Mark OFF!

Design Mark

Description of
Mark

The mark consists of the word OFF in white inside an orange circle with a whit-
eexclamation mark.

Goods/Services Class 005. First use: First Use: 2006/12/14 First Use In Commerce: 2006/12/14

Insect repellents

U.S. Registration
No.

3299105 Application Date 05/06/2005

Registration Date 09/25/2007 Foreign Priority
Date

NONE

Word Mark OFF!

Design Mark



Description of
Mark

NONE

Goods/Services Class 005. First use: First Use: 2006/12/14 First Use In Commerce: 2006/12/14

Insect repellents

U.S. Registration
No.

2169628 Application Date 06/23/1997

Registration Date 06/30/1998 Foreign Priority
Date

NONE

Word Mark OFF!

Design Mark

Description of
Mark

NONE

Goods/Services Class 005. First use: First Use: 1995/02/28 First Use In Commerce: 1995/02/28

citronella candles for use as insect repellent

U.S. Registration
No.

1594843 Application Date 09/11/1989

Registration Date 05/08/1990 Foreign Priority
Date

NONE

Word Mark OFF!

Design Mark

Description of
Mark

NONE

Goods/Services Class 005. First use: First Use: 1957/05/09 First Use In Commerce: 1957/05/09

INSECT REPELLENT

Attachments 85194529#TMSN.png( bytes )
78624775#TMSN.png( bytes )
78624765#TMSN.png( bytes )
OFF Cross Design - Notice of Opposition - As Filed.pdf(144073 bytes )
Exhibit A - as filed.pdf(2185294 bytes )

Signature /Christopher B. Lay/

Name Christopher B. Lay

Date 10/18/2019
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
Appl. No.  : 88247536 
Filed  : January 2, 2019 
Published : April 23, 2019 

Mark  :  
Applicant : Off-White LLC 
 
S. C. Johnson & Son, Inc.,   ) 
  Opposer,   ) Opposition No. _____________ 
      ) 
 v.     ) 
      ) 
Off-White LLC,    )  
  Applicant.   ) 
 

NOTICE OF OPPOSITION 

 S. C. Johnson & Son, Inc., believes it will be damaged by registration of the mark 

OFF Cross Design by Off-White LLC (“Off-White” or “Applicant”), as applied for in 

U.S. Application Serial No. 88/247,536. Accordingly, S. C. Johnson & Son, Inc.  

(“S. C. Johnson”), by its attorneys IpHorgan Ltd, hereby opposes registration of 

Applicant’s OFF Cross Design mark. In support of this Notice of Opposition, S. C. 

Johnson states as follows: 

1)  S. C. Johnson is a Wisconsin Corporation located at 1525 Howe Street, 

Racine, WI 53403. 

2) S. C. Johnson owns several United States trademark registrations for its 

OFF! trademarks (“OFF! Registrations” and “OFF! Marks”), including the following: 
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Trademark U.S. Reg. No. Filing Date Relevant Goods 

 

4092154 
 

12/09/2010 “Citronella candles for use as 
insect repellents, namely, 
candles containing insect 
repellent” in Int’l Class 004 

 

3299106 05/06/2005 “Insect repellents” in Int’l 
Class 005 

 

3299105 
 

05/06/2005 “Insect repellants” in Int’l 
Class 005 

OFF! 2169628 
 

06/23/1997 “Citronella candles for use as 
insect repellant” in Int’l Class 
005 

OFF! 1594843 09/11/1989 “Insect repellent” in Int’l Class 
005 

  

Attached hereto as Exhibit A are true and correct copies of certificates of registration and 

printouts from the United States Patent and Trademark Office online database showing 

the current trademark status and assignment history associated with the OFF! 

Registrations. These registrations are valid, subsisting, and in full force and effect. 

3) Opposer filed Declarations of Use and Incontestability under Sections 8 

and 15 of the Lanham Act for Registration Nos. 1594843, 2169628, 3299105, 3299106, 

and 4092154. These Declarations were accepted and acknowledged by the U.S. Patent 

and Trademark Office. Accordingly, Registration Nos. 1594843, 2169628, 3299105, 

3299106, and 4092154 are incontestable under Section 15 of the Lanham Act. 

4) As a result of Opposer’s longstanding and continuous use of its OFF! 

Marks, the relevant consuming public recognizes the OFF! Marks as identifying Opposer 

as the source of the goods offered under the OFF! Marks and serving to distinguish 

Opposer’s goods from the goods of others. 
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5) Opposer has expended considerable time, money, and effort advertising 

and promoting its OFF! Marks throughout the United States. As a consequence of these 

efforts, Opposer has acquired enormous recognition for and tremendous goodwill in the 

OFF! Marks. 

6) Applicant Off-White LLC is an Illinois Limited Liability Company with a 

business address at c/o Gelfand, Rennert & Feldman, LLP, 360 Hamilton Ave., #100 

White Plains, New York 10601. 

7) According to the USPTO’s records, Off-White filed the OFF Cross Design 

application, U.S. Serial No. 88247536 (“OFF Cross Design Application”), on January 2, 

2019, under Trademark Act Section 1(b) in connection with the following goods and 

services: 

International Class 03: 

Colognes; toilet water; perfumes; fragrances for personal use; 
Soaps, namely, bath soaps, cosmetic soaps, shaving soaps, 
perfumed soaps, non-medicated beauty soap, deodorant soap, 
antiperspirant soap; Lotions for skin care; Antiperspirants; 
Deodorants for personal use; Cosmetics, namely, after-shave 
lotion, after-shaving balms; Body wash; Non-medicated bath 
preparations; Non-medicated skin care preparations; Room 
fragrances; Potpourri; Aromatherapy oils, namely, essential oils for 
aromatherapy use, inhaler sold filled with essential oils for use in 
aromatherapy; Fragranced beads for use in the home, namely, 
fragranced facial moisturizer, bath beads, air fragrancing 
preparations; Nail care preparation; Nail polish and nail polish 
remover; Essential oils; Make-up; Non-medicated toiletry 
preparations; Hair care preparations; Hair styling preparations; 
Hair lotions; Hair spray; Shampoo; Hair conditioner; Gel for hair; 
Mousse for hair 

International Class 14: 

Jewelry, bracelets, necklaces, pendants, pins being jewelry, rings, 
earrings, cufflinks, watches, straps for watches 
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International Class 18: 

Handbags, tote bags, purses, clutches, cosmetics bags sold empty, 
reusable shopping bags, wallets, backpacks, briefcases, attaché 
cases, travel bags, trunks, luggage, all purpose carry bags, 
Umbrellas and parasols, satchels, school book bags, knapsacks, 
makeup cases sold empty, unfitted vanity cases, keycases, credit 
card holders, business card cases, briefcase-type portfolio cases, 
gym bags, beach bags, sport bags, toiletry bags sold empty 

8) The OFF Cross Design Application was published for opposition on April 

23, 2019. 

9) Opposer has not consented to Off-White’s use or registration in the United 

States of the OFF Cross Design Mark.   

10) Opposer believes it will be injured by registration of the OFF Cross 

Design Mark in connection with all the Class 3, Class 14, and Class 18 goods identified 

in the OFF Cross Design Application. 

Grounds For Opposition 

1. Priority and Likelihood Of Confusion 

11) S. C. Johnson’s OFF! Registrations have filing dates, registration dates, 

and first use dates that long precede the filing date of the OFF Cross Design Application. 

In addition, the OFF! Marks have been in continuous use in U.S. commerce since long 

before the filing date of the OFF Cross Design Application. The OFF! Registrations and 

OFF! Marks therefore have priority over the OFF Cross Design Application.  

12) The OFF element in Applicant’s OFF Cross Design Mark is identical to 

the OFF element in S. C. Johnson’s OFF! Marks.  

13) OFF is the dominant element of Applicant’s OFF Cross Design Mark. 

14) OFF is the dominant element of S. C. Johnson’s OFF Mark. 
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15) The OFF element in Applicant’s OFF Cross Design Mark sounds the same 

as the OFF element in S. C. Johnson’s OFF Mark. 

16)  Applicant’s OFF Cross Design Mark is visually nearly identical to S. C. 

Johnson’s OFF Mark. 

17) The OFF element in the applied-for OFF Cross Design Mark merely 

repeats the OFF element in S. C. Johnson’s OFF! Mark.   

18) The exclamation point in S. C. Johnson’s OFF! Mark connotes emphasis 

of the OFF element. 

19) The repetition of the OFF element in Applicant’s Mark connotes emphasis 

of the OFF element.  

20) Consumers viewing Applicant’s OFF Cross Design Mark will believe that 

it is merely a stylization of S. C. Johnson’s OFF! Marks.  

21) Because the dominant elements and the emphasis of the marks are 

identical, the connotation of Applicant’s OFF Cross Design Mark and S. C. Johnson’s 

OFF! Marks is the same.   

22) Because the dominant elements and the emphasis of the marks are 

identical, the commercial impression conveyed by Applicant’s OFF Cross Design Mark 

and S. C. Johnson’s OFF! Marks is the same.    

23) Applicant’s OFF Cross Design Application identifies goods that are sold 

by retail stores that sell goods sold by S. C. Johnson under its OFF! Marks.   

24) Moreover, the goods identified in the OFF Cross Design Application are 

in the likely zone of expansion for goods sold by S. C. Johnson under the OFF! Marks.  
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25) Given the highly related nature of the goods identified in Applicant’s OFF 

Cross Design Application and the goods identified in S. C. Johnson’s OFF! Registrations, 

these goods are likely to be marketed and sold to the same consumers and move in the 

same channels of trade. 

26) A significant percentage of the relevant consuming public recognizes 

OFF! as an indicator of source, as shown by the volume of sales of the goods sold under 

the mark, its use in commerce since the 1950s, and the advertising resources used to 

promote it.  

27) S. C. Johnson’s OFF! Marks are therefore famous under the criteria 

established in the Du Pont likelihood of confusion analysis. 

28) Because of the lack of restrictions in the OFF Cross Design Application, 

Applicant’s goods may be sold at a low price and purchased on impulse, and are not the 

subject of careful purchasing decisions or the exercise of care.   

29) Registration of the OFF Cross Design Mark will impair S. C. Johnson’s 

exclusive right to use the OFF! Marks in connection with the goods identified in the 

OFF! Registrations and offered for sale by S. C. Johnson in U.S. commerce. Further, 

registration of the OFF Cross Design Mark will diminish the tremendous goodwill 

accrued by S. C. Johnson in the OFF! Marks. 

30) Owing to the following:  (1) Opposer’s use of and priority of rights in the 

OFF! Marks; (2) the high similarity between the OFF! Marks and OFF Cross Design 

Mark in appearance, sound, connotation, and commercial impression; (3) the highly 

related nature of goods; and (4) the broad exposure of the OFF! Marks to the same 

consumers in the same markets and channels of trade as those implicated by Applicant’s 
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applied-for mark, OFF Cross Design so resembles the OFF! Marks as to be likely to 

cause confusion or mistake, or to deceive, within the meaning of 15 U.S.C. § 1052(d). 

31) Applicant’s OFF Cross Design Application should therefore be refused 

under 15 U.S.C. § 1052(d) on the ground of priority and likelihood of confusion. 

2. Dilution By Blurring 

32) Opposer realleges and incorporates herein by reference the matters alleged 

in Paragraphs 1 through 31 of this Complaint. 

33) S. C. Johnson’s OFF! Marks are famous and distinctive, resulting from (1) 

S. C. Johnson’s expenditure of substantial resources promoting and obtaining third party 

publicity for its OFF! Marks and advertising throughout the United States the goods it 

sells under those marks, and (2) S. C. Johnson’s continuous use in U.S. commerce of its 

OFF! Marks since 1957.  

34) S. C. Johnson’s OFF! Marks became famous years before Applicant filed 

the OFF Cross Design Application and long before the earliest date on which Applicant 

can rely for purposes of priority. 

35) S. C. Johnson’s OFF! Marks are inherently distinctive. 

36)  In addition, through S. C. Johnson’s extensive, decades-long marketing 

efforts and continuous use of the marks, its OFF! Marks have acquired distinctiveness. 

37) S. C. Johnson’s OFF! Marks are widely recognized by the general 

consuming public of the United States as a designation of source of S. C. Johnson’s 

goods. In fact, when the general public encounters OFF! in almost any context, even 

apart from Opposer’s goods, it associates the mark with S. C. Johnson. 
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38) The OFF elements of the OFF Cross Design Mark and OFF! Marks are 

identical and the connotation is the same. 

39)   As a result, a substantial percentage of consumers seeing Applicant’s 

OFF Cross Design Mark on its goods would be immediately reminded of S. C. Johnson’s 

famous OFF! Marks and therefore associate the OFF Cross Design Mark with S. C. 

Johnson. 

40) Accordingly, Applicant’s OFF Cross Design Mark is likely to cause 

dilution by blurring of S. C. Johnson’s OFF! Marks within the meaning of 15 U.S.C. 

Sections 1125(c) and 1063. 

41) Applicant’s OFF Cross Design Application should therefore be refused 

under 15 U.S.C. Sections 1125(c) and 1063 on the ground of dilution by blurring. 

3. Lack Of Bona Fide Intent To Use OFF Cross Design In Connection With The 
Identified Goods 
 
42) Opposer realleges and incorporates herein by reference the matters alleged 

in Paragraphs 1 through 41 of this Complaint. 

43) On information and belief, Applicant had no bona fide intent to use the 

OFF Cross Design Mark in commerce in connection with any of the goods identified in 

the OFF Cross Design Application as of the filing date of the Application. 

44) On information and belief, Applicant has not taken steps to begin use in 

commerce of the OFF Cross Design Mark in connection with the identified goods. 

45) On information and belief, Applicant has filed multiple intent-to-use 

applications, identifying substantially the same goods as those described in the OFF 

Cross Design Application, for which it has filed extensions of time to show use or the 

USPTO has deemed abandoned. 
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46) For example, on January 13, 2017, Applicant filed an intent-to-use 

application, Serial No. 87301187, for OFF-WHITE identifying Class 3 goods 

substantially the same as those identified in the OFF Cross Design Application. The 

application was published for opposition on May 2, 2017, and a notice of allowance was 

issued on June 27, 2017. Applicant has filed four extensions of time to prove use but has 

not filed a statement of use. 

47) On January 16, 2017, Applicant filed an intent-to-use application for a 

design, Serial No. 87302813, identifying Class 3 goods substantially the same as those 

identified in the OFF Cross Design Application. The application was published for 

opposition on June 20, 2017, and a notice of allowance was issued on August 15, 2017. 

Applicant has filed four extensions of time to prove use but has not filed a statement of 

use. 

48) On January 16, 2017, Applicant filed an intent-to-use application for a 

design, Serial No. 87302823, identifying Class 14 goods substantially the same as those 

identified in the OFF Cross Design Application. The application was published for 

opposition on June 20, 2017, and a notice of allowance was issued on August 15, 2017. 

Applicant has filed four extensions of time to prove use but has not filed a statement of 

use.  

49) On November 28, 2016, Applicant filed an intent-to-use application for a 

design, Serial No. 87248702, identifying Class 18 goods substantially the same as those 

identified in the OFF Cross Design Application. The application was published for 

opposition on April 25, 2017, and a notice of allowance was issued on June 20, 2017. 

Applicant filed three extensions of time to prove use. The USPTO issued a notice of 
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abandonment on July 22, 2019, because it did not receive from Applicant a statement of 

use or request for extension of time to file a statement of use.   

50) Applicant’s OFF Cross Design Application should therefore be refused 

under 15 U.S.C. Section 1051(b) on the ground of lack of bona fide intent to use the OFF 

Cross Design Mark in commerce in connection with the identified goods as of the filing 

date.       

                                                                      Conclusion 

51) For the foregoing reasons, Applicant’s OFF Cross Design Application 

should be denied registration, under 15 U.S.C. Sections 1052(d), 1125(c), 1063, and 

1051(b). 

 WHEREFORE, Opposer requests that this Notice of Opposition be sustained and 

that U.S. Trademark Application Serial No. 88/247,536 for OFF Cross Design be refused 

registration. 

 

Dated: October 18, 2019 

Respectfully submitted, 

/Christopher B. Lay/ 
Christopher B. Lay 
John T.D. Bathke 
IpHorgan Ltd       
195 Arlington Heights Road, Suite 125 
Buffalo Grove, Illinois 60089 
Tel: (847) 808-5500      
Fax: (847) 808-7238      
Email: mail@iphorgan.com; clay@iphorgan.net; jbathke@iphorgan.com 
 
Attorneys for Opposer 
S. C. Johnson & Son, Inc. 
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Mark Information

Mark Literal
Elements:

OFF!

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of "OFF!" inside an oval.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search
Code(s):

26.03.02 - Plain single line ovals; Ovals, plain single line

Related Properties Information

Claimed Ownership
of US

Registrations:

1594843, 2169628, 3299105 and others

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: citronella candles for use as insect repellents, namely, candles containing insect repellent

International
Class(es):

004 - Primary Class U.S Class(es): 001, 006, 015

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 22, 2010 Use in Commerce: Jan. 22, 2010

Basis Information (Case Level)

Filed Use: No Currently Use: Yes

Generated on: This page was generated by TSDR on 2019-10-17 15:01:13 EDT

Mark: OFF!

US Serial Number: 85194529 Application Filing
Date:

Dec. 09, 2010

US Registration
Number:

4092154 Registration Date: Jan. 24, 2012

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: A Sections 8 and 15 combined declaration has been accepted and acknowledged.

Status Date: Jan. 19, 2018

Publication Date: Apr. 26, 2011 Notice of
Allowance Date:

Jun. 21, 2011



Filed ITU: Yes Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: S. C. Johnson & Son, Inc.

Owner Address: 1525 Howe Street
Racine, WISCONSIN UNITED STATES 53403

Legal Entity Type: CORPORATION State or Country
Where Organized:

WISCONSIN

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Melinda Mitchell Docket Number: 81160711

Attorney Primary
Email Address:

B050994@scj.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Melinda Mitchell
S. C. JOHNSON & SON, INC.
1525 HOWE ST
RACINE, WISCONSIN UNITED STATES 53403-2237

Phone: 262/260-1946 Fax: 262/260-4253

Correspondent e-
mail:

B050994@scj.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Jan. 19, 2018 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

Jan. 19, 2018 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 74886

Jan. 18, 2018 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 74886

Dec. 21, 2017 TEAS SECTION 8 & 15 RECEIVED

Jan. 24, 2017 COURTESY REMINDER - SEC. 8 (6-YR) E-MAILED

Jan. 24, 2012 REGISTERED-PRINCIPAL REGISTER

Dec. 21, 2011 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED

Dec. 20, 2011 LAW OFFICE REGISTRATION REVIEW COMPLETED 77312

Dec. 20, 2011 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Dec. 15, 2011 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Dec. 14, 2011 STATEMENT OF USE PROCESSING COMPLETE 71034

Dec. 01, 2011 USE AMENDMENT FILED 71034

Dec. 14, 2011 EXTENSION 1 GRANTED 71034

Dec. 01, 2011 EXTENSION 1 FILED 71034

Dec. 12, 2011 CASE ASSIGNED TO INTENT TO USE PARALEGAL 71034

Dec. 01, 2011 TEAS EXTENSION RECEIVED

Dec. 01, 2011 TEAS STATEMENT OF USE RECEIVED

Jun. 21, 2011 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Apr. 26, 2011 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Apr. 26, 2011 PUBLISHED FOR OPPOSITION

Mar. 21, 2011 LAW OFFICE PUBLICATION REVIEW COMPLETED 77312

Mar. 21, 2011 ASSIGNED TO LIE 77312

Mar. 02, 2011 APPROVED FOR PUB - PRINCIPAL REGISTER



Mar. 02, 2011 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Mar. 02, 2011 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Mar. 02, 2011 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Feb. 15, 2011 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Feb. 15, 2011 NON-FINAL ACTION E-MAILED 6325

Feb. 15, 2011 NON-FINAL ACTION WRITTEN 82431

Feb. 15, 2011 ASSIGNED TO EXAMINER 82431

Dec. 15, 2010 NOTICE OF DESIGN SEARCH CODE MAILED

Dec. 14, 2010 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Dec. 13, 2010 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMO LAW OFFICE 114 Date in Location: Jan. 19, 2018

Proceedings

Summary

Number of
Proceedings:

2

 
Type of Proceeding: Opposition

Proceeding
Number:

91243034 Filing Date: Aug 15, 2018

Status: Terminated Status Date: Nov 21, 2018

Interlocutory
Attorney:

MARY CATHERINE FAINT

Defendant

Name: Colon Yonatan

Correspondent
Address:

COLON YONATAN
235 SUNRISE AVE SUITE 1105
PALM BEACH FL UNITED STATES , 33480

Correspondent e-
mail:

admin@colonholdings.biz , y.colon@colonholdings.biz

Associated marks

Mark Application Status
Serial
Number

Registration
Number

YUCKOFF! Abandoned - After Inter-Partes Decision 87723564

Plaintiff(s)

Name: S.C. Johnson & Son, Inc.

Correspondent
Address:

Dianne M. Smith-Misemer
Hovey Williams LLP
10801 Mastin Blvd., Ste. 1000
Overland Park KS UNITED STATES , 66210

Correspondent e-
mail:

B050994@scj.com , dsmisemer@hoveywilliams.com , litigation@hoveywilliams.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

OFF! REGISTERED AND RENEWED 73824568 1594843

OFF! DEEP WOODS REGISTERED AND RENEWED 73832937 1596048

TICKS-OFF REGISTERED AND RENEWED 73116415 1093550

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942

OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973



BUZZOFF Registered 78572214 4646992

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898

OFF! Registered 86002391 4657126

OFF! BUG CONTROL Section 8 and 15 - Accepted and Acknowledged 85054184 4147182

OFF! BOTANICALS Section 8 - Accepted 85051996 3959730

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! Registered 86002381 4657125

OFF! EXPL RE Registered 86002376 4657124

OFF! EXPLORE Registered 85620813 4641605

OFF! Registered 85669726 4522641

OFF! Registered 85669722 4522640

OFF! Registered 86105660 4579057

OFF! Registered 86105610 4574941

OFF! EXPLORE Registered 86002369 4657123

BUZZ OFF Fourth Extension - Granted 87510320

OFF! Section 8 and 15 - Accepted and Acknowledged 85194529 4092154

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 15, 2018

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 15, 2018 Sep 24, 2018

3 PENDING, INSTITUTED Aug 15, 2018

4 NOTICE OF DEFAULT Oct 04, 2018

5 P MOT TO AMEND PLEADING/AMENDED PLEADING Oct 18, 2018

6 BD DECISION: OPP SUSTAINED Nov 21, 2018

7 TERMINATED Nov 21, 2018

Type of Proceeding: Opposition

Proceeding
Number:

91216936 Filing Date: Jun 18, 2014

Status: Terminated Status Date: Oct 03, 2014

Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: Michelle Cutsha

Correspondent
Address:

MICHELLE CUTSHAW
1543 RIGSBEE DR
PLANO TX UNITED STATES , 75074-6557

Correspondent e-
mail:

michele.zarinelli@gmail.com;patentpaten

Associated marks

Mark Application Status
Serial
Number

Registration
Number

BUG OFF Abandoned - After Inter-Partes Decision 86034148

Plaintiff(s)

Name: S. C. Johnson & Son, Inc.

Correspondent
Address:

DIANNE M SMITH-MISEMER
HOVEY WILLIAMS LLP
10801 MASTIN BLVD, SUITE 1000
OVERLAND PARK KS UNITED STATES , 66210

Correspondent e-
mail:

tmdocketing.misemer@hoveywilliams.com , mmmitche@scj.com , capansch@scj.com , litigation@hoveywilliams.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TICKS-OFF REGISTERED AND RENEWED 73116415 1093550



OFF! REGISTERED AND RENEWED 73824568 1594843

BUZZOFF Registered 78572214 4646992

OFF! DEEP WOODS REGISTERED AND RENEWED 73832937 1596048

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973

BUG-0FF Cancelled - Section 8 78981457 3963304

OFF! Registered 85669726 4522641

OFF! ABANDONED - EXPRESS AFTER PUB 85383809

OFF! Registered 86002381 4657125

OFF! Registered 85669722 4522640

OFF! Registered 86002391 4657126

OFF! EXPLORE Registered 85620813 4641605

OFF! EXPLORE Registered 86002369 4657123

OFF! E PLORE Abandoned - No Statement Of Use Filed 85637999

OFF! E PLORE Abandoned - No Statement Of Use Filed 85639676

OFF! EXPL RE Registered 86002376 4657124

OFF! EXPL RE ABANDONED - EXPRESS AFTER PUB 85639653

OFF! E PLORE Abandoned - No Statement Of Use Filed 85633556

OFF! E PLORE Abandoned - No Statement Of Use Filed 85638000

OFF! OUTDOOR EXPLORER Abandoned - No Statement Of Use Filed 85620803

OFF! PROTECTION THAT GLOWS! ABANDONED - EXPRESS AFTER PUB 85777045

OFF! XPLORE Abandoned - No Statement Of Use Filed 85620781

OFF! XPL RE ABANDONED - EXPRESS AFTER PUB 85639636

OFF! Section 8 and 15 - Accepted and Acknowledged 85194529 4092154

OFF! BOTANICALS Section 8 - Accepted 85051996 3959730

OFF! BUG CONTROL Section 8 and 15 - Accepted and Acknowledged 85054184 4147182

BUZZ OFF Abandoned - No Statement Of Use Filed 86024288

BUG-OFF ABANDONED - EXPRESS AFTER PUB 86094438

OFF! Registered 86105660 4579057

OFF! ABANDONED - EXPRESS AFTER PUB 86105533

OFF! Registered 86105610 4574941

OFF! CLIP ON Abandoned - Express 86052362

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jun 18, 2014

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jun 18, 2014 Jul 28, 2014

3 PENDING, INSTITUTED Jun 18, 2014

4 P MOT FOR DEFAULT JUDGMENT Aug 08, 2014

5 NOTICE OF DEFAULT Aug 12, 2014

6 BD DECISION: SUSTAINED Oct 03, 2014

7 TERMINATED Oct 03, 2014
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Mark Information

Mark Literal
Elements:

OFF!

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of the word OFF in white inside an orange circle with a white exclamation mark.

Color Drawing: Yes

Color(s) Claimed: The color(s) white and orange is/are claimed as a feature of the mark.

Design Search
Code(s):

26.03.02 - Ovals, plain single line; Plain single line ovals
26.03.21 - Ovals that are completely or partially shaded

Related Properties Information

Claimed Ownership
of US

Registrations:

1594843, 1596048, 2169628 and others

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Insect repellents

International
Class(es):

005 - Primary Class U.S Class(es): 006, 018, 044, 046, 051, 052

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 14, 2006 Use in Commerce: Dec. 14, 2006

Basis Information (Case Level)

Generated on: This page was generated by TSDR on 2019-10-18 15:12:16 EDT

Mark: OFF!

US Serial Number: 78624775 Application Filing
Date:

May 06, 2005

US Registration
Number:

3299106 Registration Date: Sep. 25, 2007

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Oct. 05, 2017

Publication Date: Jun. 20, 2006 Notice of
Allowance Date:

Sep. 12, 2006



Filed Use: No Currently Use: Yes

Filed ITU: Yes Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: S. C. JOHNSON & SON, INC.

Owner Address: 1525 Howe Street
Racine, WISCONSIN UNITED STATES 53403

Legal Entity Type: CORPORATION State or Country
Where Organized:

WISCONSIN

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Melinda Mitchell Docket Number: 81158735

Attorney Primary
Email Address:

B050994@scj.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Melinda Mitchell
S. C. JOHNSON & SON, INC.
1525 HOWE ST
RACINE, WISCONSIN UNITED STATES 53403

Phone: 262/260-1946 Fax: 262/260-4253

Correspondent e-
mail:

B050994@scj.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Oct. 05, 2017 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Oct. 05, 2017 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 76874

Oct. 05, 2017 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 76874

Oct. 05, 2017 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 76874

Sep. 05, 2017 TEAS SECTION 8 & 9 RECEIVED

Sep. 25, 2016 COURTESY REMINDER - SEC. 8 (10-YR)/SEC. 9 E-MAILED

Jun. 15, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

Jun. 15, 2013 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 71378

Jun. 15, 2013 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 71378

Jun. 03, 2013 TEAS SECTION 8 & 15 RECEIVED

Sep. 25, 2007 REGISTERED-PRINCIPAL REGISTER

Aug. 22, 2007 LAW OFFICE REGISTRATION REVIEW COMPLETED 76537

Aug. 22, 2007 ASSIGNED TO LIE 76537

Jul. 11, 2007 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Jun. 05, 2007 STATEMENT OF USE PROCESSING COMPLETE 66530

Jun. 05, 2007 EXTENSION 1 GRANTED 66530

Feb. 22, 2007 USE AMENDMENT FILED 66530

Feb. 22, 2007 EXTENSION 1 FILED 66530

Feb. 22, 2007 TEAS EXTENSION RECEIVED

Feb. 22, 2007 TEAS STATEMENT OF USE RECEIVED

Sep. 12, 2006 NOA MAILED - SOU REQUIRED FROM APPLICANT

Jun. 20, 2006 PUBLISHED FOR OPPOSITION



May 31, 2006 NOTICE OF PUBLICATION

Apr. 28, 2006 LAW OFFICE PUBLICATION REVIEW COMPLETED 74221

Apr. 28, 2006 ASSIGNED TO LIE 74221

Apr. 27, 2006 APPROVED FOR PUB - PRINCIPAL REGISTER

Apr. 27, 2006 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Apr. 25, 2006 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Apr. 25, 2006 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Dec. 05, 2005 NON-FINAL ACTION E-MAILED 6325

Dec. 05, 2005 NON-FINAL ACTION WRITTEN 77657

Dec. 05, 2005 ASSIGNED TO EXAMINER 77657

May 13, 2005 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Oct. 05, 2017

Proceedings

Summary

Number of
Proceedings:

9

 
Type of Proceeding: Opposition

Proceeding
Number:

91243034 Filing Date: Aug 15, 2018

Status: Terminated Status Date: Nov 21, 2018

Interlocutory
Attorney:

MARY CATHERINE FAINT

Defendant

Name: Colon Yonatan

Correspondent
Address:

COLON YONATAN
235 SUNRISE AVE SUITE 1105
PALM BEACH FL UNITED STATES , 33480

Correspondent e-
mail:

admin@colonholdings.biz , y.colon@colonholdings.biz

Associated marks

Mark Application Status
Serial
Number

Registration
Number

YUCKOFF! Abandoned - After Inter-Partes Decision 87723564

Plaintiff(s)

Name: S.C. Johnson & Son, Inc.

Correspondent
Address:

Dianne M. Smith-Misemer
Hovey Williams LLP
10801 Mastin Blvd., Ste. 1000
Overland Park KS UNITED STATES , 66210

Correspondent e-
mail:

B050994@scj.com , dsmisemer@hoveywilliams.com , litigation@hoveywilliams.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

OFF! REGISTERED AND RENEWED 73824568 1594843

OFF! DEEP WOODS REGISTERED AND RENEWED 73832937 1596048

TICKS-OFF REGISTERED AND RENEWED 73116415 1093550

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942



OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973

BUZZOFF Registered 78572214 4646992

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898

OFF! Registered 86002391 4657126

OFF! BUG CONTROL Section 8 and 15 - Accepted and Acknowledged 85054184 4147182

OFF! BOTANICALS Section 8 - Accepted 85051996 3959730

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! Registered 86002381 4657125

OFF! EXPL RE Registered 86002376 4657124

OFF! EXPLORE Registered 85620813 4641605

OFF! Registered 85669726 4522641

OFF! Registered 85669722 4522640

OFF! Registered 86105660 4579057

OFF! Registered 86105610 4574941

OFF! EXPLORE Registered 86002369 4657123

BUZZ OFF Fourth Extension - Granted 87510320

OFF! Section 8 and 15 - Accepted and Acknowledged 85194529 4092154

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 15, 2018

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 15, 2018 Sep 24, 2018

3 PENDING, INSTITUTED Aug 15, 2018

4 NOTICE OF DEFAULT Oct 04, 2018

5 P MOT TO AMEND PLEADING/AMENDED PLEADING Oct 18, 2018

6 BD DECISION: OPP SUSTAINED Nov 21, 2018

7 TERMINATED Nov 21, 2018

Type of Proceeding: Opposition

Proceeding
Number:

91216936 Filing Date: Jun 18, 2014

Status: Terminated Status Date: Oct 03, 2014

Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: Michelle Cutsha

Correspondent
Address:

MICHELLE CUTSHAW
1543 RIGSBEE DR
PLANO TX UNITED STATES , 75074-6557

Correspondent e-
mail:

michele.zarinelli@gmail.com;patentpaten

Associated marks

Mark Application Status
Serial
Number

Registration
Number

BUG OFF Abandoned - After Inter-Partes Decision 86034148

Plaintiff(s)

Name: S. C. Johnson & Son, Inc.

Correspondent
Address:

DIANNE M SMITH-MISEMER
HOVEY WILLIAMS LLP
10801 MASTIN BLVD, SUITE 1000
OVERLAND PARK KS UNITED STATES , 66210

Correspondent e-
mail:

tmdocketing.misemer@hoveywilliams.com , mmmitche@scj.com , capansch@scj.com , litigation@hoveywilliams.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number



TICKS-OFF REGISTERED AND RENEWED 73116415 1093550

OFF! REGISTERED AND RENEWED 73824568 1594843

BUZZOFF Registered 78572214 4646992

OFF! DEEP WOODS REGISTERED AND RENEWED 73832937 1596048

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973

BUG-0FF Cancelled - Section 8 78981457 3963304

OFF! Registered 85669726 4522641

OFF! ABANDONED - EXPRESS AFTER PUB 85383809

OFF! Registered 86002381 4657125

OFF! Registered 85669722 4522640

OFF! Registered 86002391 4657126

OFF! EXPLORE Registered 85620813 4641605

OFF! EXPLORE Registered 86002369 4657123

OFF! E PLORE Abandoned - No Statement Of Use Filed 85637999

OFF! E PLORE Abandoned - No Statement Of Use Filed 85639676

OFF! EXPL RE Registered 86002376 4657124

OFF! EXPL RE ABANDONED - EXPRESS AFTER PUB 85639653

OFF! E PLORE Abandoned - No Statement Of Use Filed 85633556

OFF! E PLORE Abandoned - No Statement Of Use Filed 85638000

OFF! OUTDOOR EXPLORER Abandoned - No Statement Of Use Filed 85620803

OFF! PROTECTION THAT GLOWS! ABANDONED - EXPRESS AFTER PUB 85777045

OFF! XPLORE Abandoned - No Statement Of Use Filed 85620781

OFF! XPL RE ABANDONED - EXPRESS AFTER PUB 85639636

OFF! Section 8 and 15 - Accepted and Acknowledged 85194529 4092154

OFF! BOTANICALS Section 8 - Accepted 85051996 3959730

OFF! BUG CONTROL Section 8 and 15 - Accepted and Acknowledged 85054184 4147182

BUZZ OFF Abandoned - No Statement Of Use Filed 86024288

BUG-OFF ABANDONED - EXPRESS AFTER PUB 86094438

OFF! Registered 86105660 4579057

OFF! ABANDONED - EXPRESS AFTER PUB 86105533

OFF! Registered 86105610 4574941

OFF! CLIP ON Abandoned - Express 86052362

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jun 18, 2014

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jun 18, 2014 Jul 28, 2014

3 PENDING, INSTITUTED Jun 18, 2014

4 P MOT FOR DEFAULT JUDGMENT Aug 08, 2014

5 NOTICE OF DEFAULT Aug 12, 2014

6 BD DECISION: SUSTAINED Oct 03, 2014

7 TERMINATED Oct 03, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91209742 Filing Date: Mar 13, 2013

Status: Terminated Status Date: Nov 26, 2013

Interlocutory
Attorney:

CHRISTEN M ENGLISH



Defendant

Name: Dog Holiday LLC

Correspondent
Address:

HOWARD BAUBE
DOG HOLIDAY LLC
1493 STATE RD
PLYMOUTH MA UNITED STATES , 02360-5135

Correspondent e-
mail:

baube@verizon.net

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HERB-OFF Abandoned - After Inter-Partes Decision 85644385

Plaintiff(s)

Name: S. C. Johnson & Son, Inc.

Correspondent
Address:

DIANNE M SMITH-MISEMER
HOVEY WILLIAMS LLP
10801 MASTIN BLVD, SUITE 1000
OVERLAND PARK KS UNITED STATES , 66210

Correspondent e-
mail:

tmdocketing.misemer@hoveywilliams.com , mmmitche@scj.com , capansch@scj.com , litigation@hoveywilliams.com ,

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TICKS-OFF REGISTERED AND RENEWED 73116415 1093550

OFF! REGISTERED AND RENEWED 73824568 1594843

BUZZOFF Registered 78572214 4646992

OFF! DEEP WOODS REGISTERED AND RENEWED 73832937 1596048

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898

BUG OFF! Cancelled - Section 8 75507531 3303024

OFF! PROTECTION THAT GLOWS! Cancelled - Section 8 76080257 2664026

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973

1-888-OFFPROTECTS Cancelled - Section 8 78765927 3326915

BUG-0FF Abandoned - No Statement Of Use Filed 78208245

BUG-0FF Cancelled - Section 8 78981457 3963304

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 13, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 13, 2013 Apr 22, 2013

3 PENDING, INSTITUTED Mar 13, 2013

4 ANSWER Apr 19, 2013

5 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jun 18, 2013

6 SUSPENDED Jun 18, 2013

7 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Aug 16, 2013

8 SUSPENDED Aug 16, 2013

9 W/DRAW OF APPLICATION W/ CONSENT Nov 06, 2013

10 BD DECISION: DISMISSED W/O PREJ Nov 26, 2013

11 TERMINATED Nov 26, 2013

Type of Proceeding: Opposition

Proceeding
Number:

91199221 Filing Date: Mar 30, 2011



Status: Terminated Status Date: May 24, 2012

Interlocutory
Attorney:

CHERYL S GOODMAN

Defendant

Name: Dimitri Coats and Keith Morris

Correspondent
Address:

JOSEPH M SOFIO
LAW OFFICES OF JOSEPH M SOFIO
10 UNIVERSAL CITY PLAZA, SUITE 200
UNIVERSAL CITY CA UNITED STATES , 91608-1074

Correspondent e-
mail:

joe@builtentertainment.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

OFF! Section 8 and 15 - Accepted and Acknowledged 85066061 4166420

Plaintiff(s)

Name: S. C. Johnson & Son, Inc.

Correspondent
Address:

DIANNE M SMITH-MISEMER
HOVEY WILLIAMS LLP
10801 MASTIN BOULEVARD, SUITE 1000
OVERLAND PARK KS UNITED STATES , 66201

Correspondent e-
mail:

tmdocketing.misemer@hoveywilliams.com , litigation@hoveywilliams.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TICKS-OFF REGISTERED AND RENEWED 73116415 1093550

OFF! REGISTERED AND RENEWED 73824568 1594843

BUZZOFF Registered 78572214 4646992

OFF! DEEP WOODS REGISTERED AND RENEWED 73832937 1596048

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898

BUG OFF! Cancelled - Section 8 75507531 3303024

OFF! PROTECTION THAT GLOWS! Cancelled - Section 8 76080257 2664026

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973

1-888-OFFPROTECTS Cancelled - Section 8 78765927 3326915

BUG-0FF Abandoned - No Statement Of Use Filed 78208245

OFF! BOTANICALS ABANDONED - EXPRESS AFTER PUB 77929474

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 30, 2011

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 30, 2011 May 09, 2011

3 PENDING, INSTITUTED Mar 30, 2011

4 NOTICE OF DEFAULT May 31, 2011

5 D'S RESPONSE TO THE BD'S ORDER AND ANSWER Jun 30, 2011

6 TRIAL DATES RESET Aug 04, 2011

7 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Sep 28, 2011

8 SUSPENDED Sep 28, 2011

9 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Dec 08, 2011

10 SUSPENDED Dec 08, 2011

11 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Feb 17, 2012

12 SUSPENDED Feb 17, 2012



13 MOTION TO AMEND APPLICATION Mar 26, 2012

14 RESPONSE DUE 30 DAYS (DUE DATE) Mar 29, 2012 Apr 28, 2012

15 WITHDRAWAL OF OPPOSITION Apr 10, 2012

16 BD'S DECISION: DISMISSED W/O PREJUDICE May 24, 2012

17 TERMINATED May 24, 2012

Type of Proceeding: Opposition

Proceeding
Number:

91199112 Filing Date: Mar 23, 2011

Status: Terminated Status Date: Jul 06, 2011

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: Seymour Maltz

Correspondent
Address:

SEYMOUR MALTZ
7477 OAK MOSS DR
SARASOTA FL UNITED STATES , 34241

Correspondent e-
mail:

ronmaltz@comcast.net

Associated marks

Mark Application Status
Serial
Number

Registration
Number

STING OFF IT WORKS Abandoned - After Inter-Partes Decision 85071469

Plaintiff(s)

Name: S. C. Johnson & Son, Inc.

Correspondent
Address:

DIANNE M SMITH-MISEMER
HOVEY WILLIAMS LLP
10801 MASTIN BLVD SUITE 1000, 84 CORPORATE WOODS
OVERLAND PARK KS UNITED STATES , 66210

Correspondent e-
mail:

tmdocketing.misemer@hoveywilliams.com , MMMitche@scj.com , CAPansch@SCJ.COM , litigation@hoveywilliams.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TICKS-OFF REGISTERED AND RENEWED 73116415 1093550

OFF! REGISTERED AND RENEWED 73824568 1594843

BUZZOFF Registered 78572214 4646992

OFF! DEEP WOODS REGISTERED AND RENEWED 73832937 1596048

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898

BUG OFF! Cancelled - Section 8 75507531 3303024

OFF! PROTECTION THAT GLOWS! Cancelled - Section 8 76080257 2664026

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973

1-888-OFFPROTECTS Cancelled - Section 8 78765927 3326915

BUG-0FF Abandoned - No Statement Of Use Filed 78208245

OFF! BOTANICALS ABANDONED - EXPRESS AFTER PUB 77929474

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 23, 2011

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 23, 2011 May 02, 2011

3 PENDING, INSTITUTED Mar 23, 2011

4 NOTICE OF DEFAULT May 19, 2011



5 BOARD'S DECISION: SUSTAINED Jul 06, 2011

6 TERMINATED Jul 06, 2011

Type of Proceeding: Opposition

Proceeding
Number:

91198856 Filing Date: Mar 07, 2011

Status: Terminated Status Date: May 17, 2011

Interlocutory
Attorney:

CHERYL S GOODMAN

Defendant

Name: The Garmon Corporation

Correspondent
Address:

COLIN C HOLLEY
HAMPTON HOLLEY LLP
2101 E COAST HWY , SUITE 260
CORONA DEL MAR CA UNITED STATES , 92625-1971

Correspondent e-
mail:

cholley@hamptonholley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

OFF LIMITS! Abandoned - After Inter-Partes Decision 85009776

Plaintiff(s)

Name: S. C. Johnson & Son, Inc.

Correspondent
Address:

DIANNE M SMITH MISEMER
HOVEY WILLIAMS LLP
10801 MASTIN BLVD STE 1000, CORPORATE WOODS BUILDING 84
OVERLAND PARK KS UNITED STATES , 66210

Correspondent e-
mail:

tmdocketing.misemer@hoveywilliams.com , MMMitche@scj.com , CAPansch@SCJ.COM , litigation@hoveywilliams.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TICKS-OFF REGISTERED AND RENEWED 73116415 1093550

OFF! REGISTERED AND RENEWED 73824568 1594843

BUZZOFF Registered 78572214 4646992

OFF! DEEP WOODS REGISTERED AND RENEWED 73832937 1596048

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898

BUG OFF! Cancelled - Section 8 75507531 3303024

OFF! PROTECTION THAT GLOWS! Cancelled - Section 8 76080257 2664026

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973

1-888-OFFPROTECTS Cancelled - Section 8 78765927 3326915

BUG-0FF Abandoned - No Statement Of Use Filed 78208245

OFF! BOTANICALS ABANDONED - EXPRESS AFTER PUB 77929474

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 07, 2011

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 07, 2011 Apr 16, 2011

3 PENDING, INSTITUTED Mar 07, 2011

4 D'S MOT FOR EXTEN. OF TIME W/ CONSENT Apr 22, 2011

5 EXTENSION OF TIME GRANTED May 04, 2011

6 WITHDRAWAL OF APPLICATION May 13, 2011

7 BD'S DECISION: DISMISSED W/O PREJUDICE May 17, 2011



8 TERMINATED May 17, 2011

Type of Proceeding: Opposition

Proceeding
Number:

91195031 Filing Date: May 25, 2010

Status: Terminated Status Date: Jan 19, 2011

Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: Lewey's Eco-Blends, Inc.

Correspondent
Address:

ANTHONY PELLEGRINI
RUDMAN & WINCHELL
P.O. BOX 1401
BANGOR ME UNITED STATES , 04402-1401

Correspondent e-
mail:

apellegrini@rudman-winchell.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

BUZZ-OFF Abandoned - After Inter-Partes Decision 76491256

Plaintiff(s)

Name: S. C. Johnson & Son, Inc.

Correspondent
Address:

DIANNE M. SMITH-MISEMER
HOVEY WILLIAMS LLP
10801 MASTIN BOULEVARD, SUITE 1000, 84 CORPORATE WOODS
OVERLAND PARK KS UNITED STATES , 66210

Correspondent e-
mail:

tmdocketing.misemer@hoveywilliams.com , MMMitche@scj.com , litigation@hoveywilliams.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TICKS-OFF REGISTERED AND RENEWED 73116415 1093550

OFF! REGISTERED AND RENEWED 73824568 1594843

BUZZOFF Registered 78572214 4646992

DEEP WOODS OFF! REGISTERED AND RENEWED 73832937 1596048

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898

BUG OFF! Cancelled - Section 8 75507531 3303024

OFF! PROTECTION THAT GLOWS! Cancelled - Section 8 76080257 2664026

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973

1-888-OFFPROTECTS Cancelled - Section 8 78765927 3326915

BUG-0FF Abandoned - No Statement Of Use Filed 78208245

OFF! BOTANICALS ABANDONED - EXPRESS AFTER PUB 77929474

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE May 25, 2010

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: May 25, 2010 Jul 04, 2010

3 PENDING, INSTITUTED May 25, 2010

4 ANSWER Jun 25, 2010

5 WITHDRAWAL OF APPLICATION WITH CONSENT Jan 05, 2011

6 WITHDRAWAL OF OPPOSITION Jan 07, 2011

7 BOARD'S DECISION: SUSTAINED Jan 19, 2011



8 TERMINATED Jan 19, 2011

Type of Proceeding: Opposition

Proceeding
Number:

91187117 Filing Date: Oct 22, 2008

Status: Terminated Status Date: Jun 18, 2009

Interlocutory
Attorney:

GEORGE POLOGEORGIS

Defendant

Name: Farnam Companies, Inc.

Correspondent
Address:

Ray K. Harris
FENNEMORE CRAIG
3003 North Central Avenue, Suite 2600
Phoenix AZ UNITED STATES , 85048

Correspondent e-
mail:

RHARRIS@FCLAW.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

FLYS-OFF REGISTERED AND RENEWED 77385248 3659868

Plaintiff(s)

Name: S. C. Johnson & Son, Inc.

Correspondent
Address:

Dianne M. Smith-Misemer
Sonnenschein Nath & Rosenthal LLP
Wacker Drive Station, Sears Tower P.O. Box 061080
Chicago IL UNITED STATES , 60606-1080

Correspondent e-
mail:

ttab@sonnenschein.com , dsmisemer@sonnenschein.com , wprecht@sonnenschein.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

OFF! REGISTERED AND RENEWED 73824568 1594843

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942

DEEP WOODS OFF! REGISTERED AND RENEWED 73832937 1596048

TICKS-OFF REGISTERED AND RENEWED 73116415 1093550

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898

BUG OFF! Cancelled - Section 8 75507531 3303024

OFF! PROTECTION THAT GLOWS! Cancelled - Section 8 76080223 2564501

OFF! PROTECTION THAT GLOWS! Cancelled - Section 8 76080257 2664026

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973

BUZZOFF Registered 78572214 4646992

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 22, 2008

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 23, 2008 Dec 02, 2008

3 PENDING, INSTITUTED Oct 23, 2008

4 ANSWER Dec 01, 2008

5 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Jan 30, 2009

6 SUSPENDED Jan 30, 2009

7 WITHDRAWAL OF OPPOSITION May 12, 2009

8 RESPONSE DUE 20 DAYS May 14, 2009

9 BD'S DECISION: DISMISSED W/ PREJUDICE Jun 18, 2009

10 TERMINATED Jun 18, 2009



Type of Proceeding: Opposition

Proceeding
Number:

91187009 Filing Date: Oct 15, 2008

Status: Terminated Status Date: Dec 04, 2009

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: Buzz Off Insect Shield, LLC

Correspondent
Address:

Perry J. Viscounty
Latham & Watkins LLP
650 Town Center Drive, Suite 2000
Costa Mesa CA UNITED STATES , 92626-1925

Correspondent e-
mail:

ttab@sonnenschein.com , dsmisemer@sonnenschein.com , lbruno@sonnenschein.com , jklenk@sonnenschein.com ,
sldavis@scj.com , capansch@scj.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

BUZZ OFF INSECT SHIELD Abandoned - After Inter-Partes Decision 76535857

Plaintiff(s)

Name: S. C. Johnson & Son, Inc.

Correspondent
Address:

Dianne M. Smith-Misemer
Sonnenschein Nath & Rosenthal LLP
Wacker Drive Station, Sears Tower, P.O. Box 061080
Chicago IL UNITED STATES , 60606-1080

Correspondent e-
mail:

ttab@sonnenschein.com , dsmisemer@sonnenschein.com , lbruno@sonnenschein.com , jklenk@sonnenschein.com ,
sldavis@scj.com , capansch@scj.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

OFF! REGISTERED AND RENEWED 73824568 1594843

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942

DEEP WOODS OFF! REGISTERED AND RENEWED 73832937 1596048

TICKS-OFF REGISTERED AND RENEWED 73116415 1093550

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898

BUG OFF! Cancelled - Section 8 75507531 3303024

OFF! PROTECTION THAT GLOWS! Cancelled - Section 8 76080223 2564501

OFF! PROTECTION THAT GLOWS! Cancelled - Section 8 76080257 2664026

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973

BUZZOFF Registered 78572214 4646992

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 15, 2008

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 16, 2008 Nov 25, 2008

3 PENDING, INSTITUTED Oct 16, 2008

4 POWER OF ATTORNEY Nov 11, 2008

5 STIP TO SUSPEND PEND DISP CIV ACTION Nov 17, 2008

6 SUSPENDED Nov 17, 2008

7 STIPULATED MOTION TO ABANDONED APPLICATIN Oct 12, 2009

8 BD'S DECISION: DISMISSED W/O PREJUDICE Dec 04, 2009

9 TERMINATED Dec 04, 2009
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Mark Information

Mark Literal
Elements:

OFF!

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search
Code(s):

26.03.02 - Plain single line ovals; Ovals, plain single line

Related Properties Information

Claimed Ownership
of US

Registrations:

1594843, 1596048, 2169628

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Insect repellents

International
Class(es):

005 - Primary Class U.S Class(es): 006, 018, 044, 046, 051, 052

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 14, 2006 Use in Commerce: Dec. 14, 2006

Basis Information (Case Level)

Filed Use: No Currently Use: Yes

Filed ITU: Yes Currently ITU: No

Generated on: This page was generated by TSDR on 2019-10-17 15:04:57 EDT

Mark: OFF!

US Serial Number: 78624765 Application Filing
Date:

May 06, 2005

US Registration
Number:

3299105 Registration Date: Sep. 25, 2007

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Oct. 05, 2017

Publication Date: Jun. 20, 2006 Notice of
Allowance Date:

Sep. 12, 2006



Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: S. C. JOHNSON & SON, INC.

Owner Address: 1525 Howe Street
Racine, WISCONSIN UNITED STATES 53403

Legal Entity Type: CORPORATION State or Country
Where Organized:

WISCONSIN

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Melinda Mitchell Docket Number: 81158740

Attorney Primary
Email Address:

B050994@scj.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Melinda Mitchell
S. C. JOHNSON & SON, INC.
1525 HOWE ST
RACINE, WISCONSIN UNITED STATES 53403

Phone: 262/260-1946 Fax: 262/260-4253

Correspondent e-
mail:

B050994@scj.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Oct. 05, 2017 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Oct. 05, 2017 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 76874

Oct. 05, 2017 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 76874

Oct. 05, 2017 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 76874

Sep. 05, 2017 TEAS SECTION 8 & 9 RECEIVED

Sep. 25, 2016 COURTESY REMINDER - SEC. 8 (10-YR)/SEC. 9 E-MAILED

Jun. 15, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

Jun. 15, 2013 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 71378

Jun. 15, 2013 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 71378

Jun. 03, 2013 TEAS SECTION 8 & 15 RECEIVED

Sep. 25, 2007 REGISTERED-PRINCIPAL REGISTER

Aug. 22, 2007 LAW OFFICE REGISTRATION REVIEW COMPLETED 76537

Aug. 22, 2007 ASSIGNED TO LIE 76537

Jul. 11, 2007 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Jun. 05, 2007 STATEMENT OF USE PROCESSING COMPLETE 66530

Feb. 22, 2007 USE AMENDMENT FILED 66530

Jun. 05, 2007 EXTENSION 1 GRANTED 66530

Feb. 22, 2007 EXTENSION 1 FILED 66530

Feb. 22, 2007 TEAS EXTENSION RECEIVED

Feb. 22, 2007 TEAS STATEMENT OF USE RECEIVED

Sep. 12, 2006 NOA MAILED - SOU REQUIRED FROM APPLICANT

Jun. 20, 2006 PUBLISHED FOR OPPOSITION

May 31, 2006 NOTICE OF PUBLICATION

Apr. 28, 2006 LAW OFFICE PUBLICATION REVIEW COMPLETED 74221

Apr. 28, 2006 ASSIGNED TO LIE 74221



Apr. 27, 2006 APPROVED FOR PUB - PRINCIPAL REGISTER

Apr. 27, 2006 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Apr. 25, 2006 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Apr. 25, 2006 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Dec. 05, 2005 NON-FINAL ACTION E-MAILED 6325

Dec. 05, 2005 NON-FINAL ACTION WRITTEN 77657

Dec. 05, 2005 ASSIGNED TO EXAMINER 77657

May 13, 2005 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Oct. 05, 2017

Proceedings

Summary

Number of
Proceedings:

9

 
Type of Proceeding: Opposition

Proceeding
Number:

91243034 Filing Date: Aug 15, 2018

Status: Terminated Status Date: Nov 21, 2018

Interlocutory
Attorney:

MARY CATHERINE FAINT

Defendant

Name: Colon Yonatan

Correspondent
Address:

COLON YONATAN
235 SUNRISE AVE SUITE 1105
PALM BEACH FL UNITED STATES , 33480

Correspondent e-
mail:

admin@colonholdings.biz , y.colon@colonholdings.biz

Associated marks

Mark Application Status
Serial
Number

Registration
Number

YUCKOFF! Abandoned - After Inter-Partes Decision 87723564

Plaintiff(s)

Name: S.C. Johnson & Son, Inc.

Correspondent
Address:

Dianne M. Smith-Misemer
Hovey Williams LLP
10801 Mastin Blvd., Ste. 1000
Overland Park KS UNITED STATES , 66210

Correspondent e-
mail:

B050994@scj.com , dsmisemer@hoveywilliams.com , litigation@hoveywilliams.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

OFF! REGISTERED AND RENEWED 73824568 1594843

OFF! DEEP WOODS REGISTERED AND RENEWED 73832937 1596048

TICKS-OFF REGISTERED AND RENEWED 73116415 1093550

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942

OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973

BUZZOFF Registered 78572214 4646992

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898



OFF! Registered 86002391 4657126

OFF! BUG CONTROL Section 8 and 15 - Accepted and Acknowledged 85054184 4147182

OFF! BOTANICALS Section 8 - Accepted 85051996 3959730

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! Registered 86002381 4657125

OFF! EXPL RE Registered 86002376 4657124

OFF! EXPLORE Registered 85620813 4641605

OFF! Registered 85669726 4522641

OFF! Registered 85669722 4522640

OFF! Registered 86105660 4579057

OFF! Registered 86105610 4574941

OFF! EXPLORE Registered 86002369 4657123

BUZZ OFF Fourth Extension - Granted 87510320

OFF! Section 8 and 15 - Accepted and Acknowledged 85194529 4092154

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 15, 2018

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 15, 2018 Sep 24, 2018

3 PENDING, INSTITUTED Aug 15, 2018

4 NOTICE OF DEFAULT Oct 04, 2018

5 P MOT TO AMEND PLEADING/AMENDED PLEADING Oct 18, 2018

6 BD DECISION: OPP SUSTAINED Nov 21, 2018

7 TERMINATED Nov 21, 2018

Type of Proceeding: Opposition

Proceeding
Number:

91216936 Filing Date: Jun 18, 2014

Status: Terminated Status Date: Oct 03, 2014

Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: Michelle Cutsha

Correspondent
Address:

MICHELLE CUTSHAW
1543 RIGSBEE DR
PLANO TX UNITED STATES , 75074-6557

Correspondent e-
mail:

michele.zarinelli@gmail.com;patentpaten

Associated marks

Mark Application Status
Serial
Number

Registration
Number

BUG OFF Abandoned - After Inter-Partes Decision 86034148

Plaintiff(s)

Name: S. C. Johnson & Son, Inc.

Correspondent
Address:

DIANNE M SMITH-MISEMER
HOVEY WILLIAMS LLP
10801 MASTIN BLVD, SUITE 1000
OVERLAND PARK KS UNITED STATES , 66210

Correspondent e-
mail:

tmdocketing.misemer@hoveywilliams.com , mmmitche@scj.com , capansch@scj.com , litigation@hoveywilliams.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TICKS-OFF REGISTERED AND RENEWED 73116415 1093550

OFF! REGISTERED AND RENEWED 73824568 1594843

BUZZOFF Registered 78572214 4646992



OFF! DEEP WOODS REGISTERED AND RENEWED 73832937 1596048

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973

BUG-0FF Cancelled - Section 8 78981457 3963304

OFF! Registered 85669726 4522641

OFF! ABANDONED - EXPRESS AFTER PUB 85383809

OFF! Registered 86002381 4657125

OFF! Registered 85669722 4522640

OFF! Registered 86002391 4657126

OFF! EXPLORE Registered 85620813 4641605

OFF! EXPLORE Registered 86002369 4657123

OFF! E PLORE Abandoned - No Statement Of Use Filed 85637999

OFF! E PLORE Abandoned - No Statement Of Use Filed 85639676

OFF! EXPL RE Registered 86002376 4657124

OFF! EXPL RE ABANDONED - EXPRESS AFTER PUB 85639653

OFF! E PLORE Abandoned - No Statement Of Use Filed 85633556

OFF! E PLORE Abandoned - No Statement Of Use Filed 85638000

OFF! OUTDOOR EXPLORER Abandoned - No Statement Of Use Filed 85620803

OFF! PROTECTION THAT GLOWS! ABANDONED - EXPRESS AFTER PUB 85777045

OFF! XPLORE Abandoned - No Statement Of Use Filed 85620781

OFF! XPL RE ABANDONED - EXPRESS AFTER PUB 85639636

OFF! Section 8 and 15 - Accepted and Acknowledged 85194529 4092154

OFF! BOTANICALS Section 8 - Accepted 85051996 3959730

OFF! BUG CONTROL Section 8 and 15 - Accepted and Acknowledged 85054184 4147182

BUZZ OFF Abandoned - No Statement Of Use Filed 86024288

BUG-OFF ABANDONED - EXPRESS AFTER PUB 86094438

OFF! Registered 86105660 4579057

OFF! ABANDONED - EXPRESS AFTER PUB 86105533

OFF! Registered 86105610 4574941

OFF! CLIP ON Abandoned - Express 86052362

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jun 18, 2014

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jun 18, 2014 Jul 28, 2014

3 PENDING, INSTITUTED Jun 18, 2014

4 P MOT FOR DEFAULT JUDGMENT Aug 08, 2014

5 NOTICE OF DEFAULT Aug 12, 2014

6 BD DECISION: SUSTAINED Oct 03, 2014

7 TERMINATED Oct 03, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91209742 Filing Date: Mar 13, 2013

Status: Terminated Status Date: Nov 26, 2013

Interlocutory
Attorney:

CHRISTEN M ENGLISH

Defendant

Name: Dog Holiday LLC

Correspondent HOWARD BAUBE



Address: DOG HOLIDAY LLC
1493 STATE RD
PLYMOUTH MA UNITED STATES , 02360-5135

Correspondent e-
mail:

baube@verizon.net

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HERB-OFF Abandoned - After Inter-Partes Decision 85644385

Plaintiff(s)

Name: S. C. Johnson & Son, Inc.

Correspondent
Address:

DIANNE M SMITH-MISEMER
HOVEY WILLIAMS LLP
10801 MASTIN BLVD, SUITE 1000
OVERLAND PARK KS UNITED STATES , 66210

Correspondent e-
mail:

tmdocketing.misemer@hoveywilliams.com , mmmitche@scj.com , capansch@scj.com , litigation@hoveywilliams.com ,

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TICKS-OFF REGISTERED AND RENEWED 73116415 1093550

OFF! REGISTERED AND RENEWED 73824568 1594843

BUZZOFF Registered 78572214 4646992

OFF! DEEP WOODS REGISTERED AND RENEWED 73832937 1596048

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898

BUG OFF! Cancelled - Section 8 75507531 3303024

OFF! PROTECTION THAT GLOWS! Cancelled - Section 8 76080257 2664026

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973

1-888-OFFPROTECTS Cancelled - Section 8 78765927 3326915

BUG-0FF Abandoned - No Statement Of Use Filed 78208245

BUG-0FF Cancelled - Section 8 78981457 3963304

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 13, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 13, 2013 Apr 22, 2013

3 PENDING, INSTITUTED Mar 13, 2013

4 ANSWER Apr 19, 2013

5 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jun 18, 2013

6 SUSPENDED Jun 18, 2013

7 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Aug 16, 2013

8 SUSPENDED Aug 16, 2013

9 W/DRAW OF APPLICATION W/ CONSENT Nov 06, 2013

10 BD DECISION: DISMISSED W/O PREJ Nov 26, 2013

11 TERMINATED Nov 26, 2013

Type of Proceeding: Opposition

Proceeding
Number:

91199221 Filing Date: Mar 30, 2011

Status: Terminated Status Date: May 24, 2012

Interlocutory
Attorney:

CHERYL S GOODMAN

Defendant



Name: Dimitri Coats and Keith Morris

Correspondent
Address:

JOSEPH M SOFIO
LAW OFFICES OF JOSEPH M SOFIO
10 UNIVERSAL CITY PLAZA, SUITE 200
UNIVERSAL CITY CA UNITED STATES , 91608-1074

Correspondent e-
mail:

joe@builtentertainment.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

OFF! Section 8 and 15 - Accepted and Acknowledged 85066061 4166420

Plaintiff(s)

Name: S. C. Johnson & Son, Inc.

Correspondent
Address:

DIANNE M SMITH-MISEMER
HOVEY WILLIAMS LLP
10801 MASTIN BOULEVARD, SUITE 1000
OVERLAND PARK KS UNITED STATES , 66201

Correspondent e-
mail:

tmdocketing.misemer@hoveywilliams.com , litigation@hoveywilliams.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TICKS-OFF REGISTERED AND RENEWED 73116415 1093550

OFF! REGISTERED AND RENEWED 73824568 1594843

BUZZOFF Registered 78572214 4646992

OFF! DEEP WOODS REGISTERED AND RENEWED 73832937 1596048

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898

BUG OFF! Cancelled - Section 8 75507531 3303024

OFF! PROTECTION THAT GLOWS! Cancelled - Section 8 76080257 2664026

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973

1-888-OFFPROTECTS Cancelled - Section 8 78765927 3326915

BUG-0FF Abandoned - No Statement Of Use Filed 78208245

OFF! BOTANICALS ABANDONED - EXPRESS AFTER PUB 77929474

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 30, 2011

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 30, 2011 May 09, 2011

3 PENDING, INSTITUTED Mar 30, 2011

4 NOTICE OF DEFAULT May 31, 2011

5 D'S RESPONSE TO THE BD'S ORDER AND ANSWER Jun 30, 2011

6 TRIAL DATES RESET Aug 04, 2011

7 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Sep 28, 2011

8 SUSPENDED Sep 28, 2011

9 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Dec 08, 2011

10 SUSPENDED Dec 08, 2011

11 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Feb 17, 2012

12 SUSPENDED Feb 17, 2012

13 MOTION TO AMEND APPLICATION Mar 26, 2012

14 RESPONSE DUE 30 DAYS (DUE DATE) Mar 29, 2012 Apr 28, 2012

15 WITHDRAWAL OF OPPOSITION Apr 10, 2012

16 BD'S DECISION: DISMISSED W/O PREJUDICE May 24, 2012



17 TERMINATED May 24, 2012

Type of Proceeding: Opposition

Proceeding
Number:

91199112 Filing Date: Mar 23, 2011

Status: Terminated Status Date: Jul 06, 2011

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: Seymour Maltz

Correspondent
Address:

SEYMOUR MALTZ
7477 OAK MOSS DR
SARASOTA FL UNITED STATES , 34241

Correspondent e-
mail:

ronmaltz@comcast.net

Associated marks

Mark Application Status
Serial
Number

Registration
Number

STING OFF IT WORKS Abandoned - After Inter-Partes Decision 85071469

Plaintiff(s)

Name: S. C. Johnson & Son, Inc.

Correspondent
Address:

DIANNE M SMITH-MISEMER
HOVEY WILLIAMS LLP
10801 MASTIN BLVD SUITE 1000, 84 CORPORATE WOODS
OVERLAND PARK KS UNITED STATES , 66210

Correspondent e-
mail:

tmdocketing.misemer@hoveywilliams.com , MMMitche@scj.com , CAPansch@SCJ.COM , litigation@hoveywilliams.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TICKS-OFF REGISTERED AND RENEWED 73116415 1093550

OFF! REGISTERED AND RENEWED 73824568 1594843

BUZZOFF Registered 78572214 4646992

OFF! DEEP WOODS REGISTERED AND RENEWED 73832937 1596048

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898

BUG OFF! Cancelled - Section 8 75507531 3303024

OFF! PROTECTION THAT GLOWS! Cancelled - Section 8 76080257 2664026

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973

1-888-OFFPROTECTS Cancelled - Section 8 78765927 3326915

BUG-0FF Abandoned - No Statement Of Use Filed 78208245

OFF! BOTANICALS ABANDONED - EXPRESS AFTER PUB 77929474

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 23, 2011

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 23, 2011 May 02, 2011

3 PENDING, INSTITUTED Mar 23, 2011

4 NOTICE OF DEFAULT May 19, 2011

5 BOARD'S DECISION: SUSTAINED Jul 06, 2011

6 TERMINATED Jul 06, 2011

Type of Proceeding: Opposition

Proceeding 91198856 Filing Date: Mar 07, 2011



Number:

Status: Terminated Status Date: May 17, 2011

Interlocutory
Attorney:

CHERYL S GOODMAN

Defendant

Name: The Garmon Corporation

Correspondent
Address:

COLIN C HOLLEY
HAMPTON HOLLEY LLP
2101 E COAST HWY , SUITE 260
CORONA DEL MAR CA UNITED STATES , 92625-1971

Correspondent e-
mail:

cholley@hamptonholley.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

OFF LIMITS! Abandoned - After Inter-Partes Decision 85009776

Plaintiff(s)

Name: S. C. Johnson & Son, Inc.

Correspondent
Address:

DIANNE M SMITH MISEMER
HOVEY WILLIAMS LLP
10801 MASTIN BLVD STE 1000, CORPORATE WOODS BUILDING 84
OVERLAND PARK KS UNITED STATES , 66210

Correspondent e-
mail:

tmdocketing.misemer@hoveywilliams.com , MMMitche@scj.com , CAPansch@SCJ.COM , litigation@hoveywilliams.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TICKS-OFF REGISTERED AND RENEWED 73116415 1093550

OFF! REGISTERED AND RENEWED 73824568 1594843

BUZZOFF Registered 78572214 4646992

OFF! DEEP WOODS REGISTERED AND RENEWED 73832937 1596048

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898

BUG OFF! Cancelled - Section 8 75507531 3303024

OFF! PROTECTION THAT GLOWS! Cancelled - Section 8 76080257 2664026

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973

1-888-OFFPROTECTS Cancelled - Section 8 78765927 3326915

BUG-0FF Abandoned - No Statement Of Use Filed 78208245

OFF! BOTANICALS ABANDONED - EXPRESS AFTER PUB 77929474

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 07, 2011

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 07, 2011 Apr 16, 2011

3 PENDING, INSTITUTED Mar 07, 2011

4 D'S MOT FOR EXTEN. OF TIME W/ CONSENT Apr 22, 2011

5 EXTENSION OF TIME GRANTED May 04, 2011

6 WITHDRAWAL OF APPLICATION May 13, 2011

7 BD'S DECISION: DISMISSED W/O PREJUDICE May 17, 2011

8 TERMINATED May 17, 2011

Type of Proceeding: Opposition

Proceeding
Number:

91195031 Filing Date: May 25, 2010



Status: Terminated Status Date: Jan 19, 2011

Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: Lewey's Eco-Blends, Inc.

Correspondent
Address:

ANTHONY PELLEGRINI
RUDMAN & WINCHELL
P.O. BOX 1401
BANGOR ME UNITED STATES , 04402-1401

Correspondent e-
mail:

apellegrini@rudman-winchell.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

BUZZ-OFF Abandoned - After Inter-Partes Decision 76491256

Plaintiff(s)

Name: S. C. Johnson & Son, Inc.

Correspondent
Address:

DIANNE M. SMITH-MISEMER
HOVEY WILLIAMS LLP
10801 MASTIN BOULEVARD, SUITE 1000, 84 CORPORATE WOODS
OVERLAND PARK KS UNITED STATES , 66210

Correspondent e-
mail:

tmdocketing.misemer@hoveywilliams.com , MMMitche@scj.com , litigation@hoveywilliams.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TICKS-OFF REGISTERED AND RENEWED 73116415 1093550

OFF! REGISTERED AND RENEWED 73824568 1594843

BUZZOFF Registered 78572214 4646992

DEEP WOODS OFF! REGISTERED AND RENEWED 73832937 1596048

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898

BUG OFF! Cancelled - Section 8 75507531 3303024

OFF! PROTECTION THAT GLOWS! Cancelled - Section 8 76080257 2664026

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973

1-888-OFFPROTECTS Cancelled - Section 8 78765927 3326915

BUG-0FF Abandoned - No Statement Of Use Filed 78208245

OFF! BOTANICALS ABANDONED - EXPRESS AFTER PUB 77929474

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE May 25, 2010

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: May 25, 2010 Jul 04, 2010

3 PENDING, INSTITUTED May 25, 2010

4 ANSWER Jun 25, 2010

5 WITHDRAWAL OF APPLICATION WITH CONSENT Jan 05, 2011

6 WITHDRAWAL OF OPPOSITION Jan 07, 2011

7 BOARD'S DECISION: SUSTAINED Jan 19, 2011

8 TERMINATED Jan 19, 2011

Type of Proceeding: Opposition

Proceeding
Number:

91187117 Filing Date: Oct 22, 2008



Status: Terminated Status Date: Jun 18, 2009

Interlocutory
Attorney:

GEORGE POLOGEORGIS

Defendant

Name: Farnam Companies, Inc.

Correspondent
Address:

Ray K. Harris
FENNEMORE CRAIG
3003 North Central Avenue, Suite 2600
Phoenix AZ UNITED STATES , 85048

Correspondent e-
mail:

RHARRIS@FCLAW.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

FLYS-OFF REGISTERED AND RENEWED 77385248 3659868

Plaintiff(s)

Name: S. C. Johnson & Son, Inc.

Correspondent
Address:

Dianne M. Smith-Misemer
Sonnenschein Nath & Rosenthal LLP
Wacker Drive Station, Sears Tower P.O. Box 061080
Chicago IL UNITED STATES , 60606-1080

Correspondent e-
mail:

ttab@sonnenschein.com , dsmisemer@sonnenschein.com , wprecht@sonnenschein.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

OFF! REGISTERED AND RENEWED 73824568 1594843

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942

DEEP WOODS OFF! REGISTERED AND RENEWED 73832937 1596048

TICKS-OFF REGISTERED AND RENEWED 73116415 1093550

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898

BUG OFF! Cancelled - Section 8 75507531 3303024

OFF! PROTECTION THAT GLOWS! Cancelled - Section 8 76080223 2564501

OFF! PROTECTION THAT GLOWS! Cancelled - Section 8 76080257 2664026

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973

BUZZOFF Registered 78572214 4646992

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 22, 2008

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 23, 2008 Dec 02, 2008

3 PENDING, INSTITUTED Oct 23, 2008

4 ANSWER Dec 01, 2008

5 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Jan 30, 2009

6 SUSPENDED Jan 30, 2009

7 WITHDRAWAL OF OPPOSITION May 12, 2009

8 RESPONSE DUE 20 DAYS May 14, 2009

9 BD'S DECISION: DISMISSED W/ PREJUDICE Jun 18, 2009

10 TERMINATED Jun 18, 2009

Type of Proceeding: Opposition

Proceeding
Number:

91187009 Filing Date: Oct 15, 2008

Status: Terminated Status Date: Dec 04, 2009



Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: Buzz Off Insect Shield, LLC

Correspondent
Address:

Perry J. Viscounty
Latham & Watkins LLP
650 Town Center Drive, Suite 2000
Costa Mesa CA UNITED STATES , 92626-1925

Correspondent e-
mail:

ttab@sonnenschein.com , dsmisemer@sonnenschein.com , lbruno@sonnenschein.com , jklenk@sonnenschein.com ,
sldavis@scj.com , capansch@scj.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

BUZZ OFF INSECT SHIELD Abandoned - After Inter-Partes Decision 76535857

Plaintiff(s)

Name: S. C. Johnson & Son, Inc.

Correspondent
Address:

Dianne M. Smith-Misemer
Sonnenschein Nath & Rosenthal LLP
Wacker Drive Station, Sears Tower, P.O. Box 061080
Chicago IL UNITED STATES , 60606-1080

Correspondent e-
mail:

ttab@sonnenschein.com , dsmisemer@sonnenschein.com , lbruno@sonnenschein.com , jklenk@sonnenschein.com ,
sldavis@scj.com , capansch@scj.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

OFF! REGISTERED AND RENEWED 73824568 1594843

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942

DEEP WOODS OFF! REGISTERED AND RENEWED 73832937 1596048

TICKS-OFF REGISTERED AND RENEWED 73116415 1093550

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898

BUG OFF! Cancelled - Section 8 75507531 3303024

OFF! PROTECTION THAT GLOWS! Cancelled - Section 8 76080223 2564501

OFF! PROTECTION THAT GLOWS! Cancelled - Section 8 76080257 2664026

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973

BUZZOFF Registered 78572214 4646992

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 15, 2008

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 16, 2008 Nov 25, 2008

3 PENDING, INSTITUTED Oct 16, 2008

4 POWER OF ATTORNEY Nov 11, 2008

5 STIP TO SUSPEND PEND DISP CIV ACTION Nov 17, 2008

6 SUSPENDED Nov 17, 2008

7 STIPULATED MOTION TO ABANDONED APPLICATIN Oct 12, 2009

8 BD'S DECISION: DISMISSED W/O PREJUDICE Dec 04, 2009

9 TERMINATED Dec 04, 2009
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Mark Information

Mark Literal
Elements:

OFF!

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Related Properties Information

Claimed Ownership
of US

Registrations:

1594843, 1596048, 1695736 and others

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: citronella candles for use as insect repellent

International
Class(es):

005 - Primary Class U.S Class(es): 006, 018, 044, 046, 051, 052

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 28, 1995 Use in Commerce: Feb. 28, 1995

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes

Generated on: This page was generated by TSDR on 2019-10-17 15:08:09 EDT

Mark: OFF!

US Serial Number: 75313580 Application Filing
Date:

Jun. 23, 1997

US Registration
Number:

2169628 Registration Date: Jun. 30, 1998

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Jun. 30, 2018

Publication Date: Apr. 07, 1998



Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: S. C. JOHNSON & SON, INC.

Owner Address: 1525 Howe Street
Racine, WISCONSIN UNITED STATES 534032236

Legal Entity Type: CORPORATION State or Country
Where Organized:

WISCONSIN

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Melinda Mitchell

Attorney Primary
Email Address:

B050994@scj.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Melinda Mitchell
S.C. JOHNSON & SON INC
1525 HOWE ST
RACINE, WISCONSIN UNITED STATES 53403

Phone: 262-260-1946 Fax: 262-260-4253

Correspondent e-
mail:

B050994@scj.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Jun. 30, 2018 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Jun. 30, 2018 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 68335

Jun. 30, 2018 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 68335

Jun. 30, 2018 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 68335

Jun. 20, 2018 TEAS SECTION 8 & 9 RECEIVED

May 19, 2008 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 60132

May 19, 2008 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

May 15, 2008 ASSIGNED TO PARALEGAL 60132

May 02, 2008 TEAS SECTION 8 & 9 RECEIVED

Aug. 13, 2007 CASE FILE IN TICRS

Jun. 10, 2004 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.

May 05, 2004 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

May 05, 2004 TEAS SECTION 8 & 15 RECEIVED

Jun. 30, 1998 REGISTERED-PRINCIPAL REGISTER

Apr. 07, 1998 PUBLISHED FOR OPPOSITION

Mar. 07, 1998 NOTICE OF PUBLICATION

Feb. 03, 1998 APPROVED FOR PUB - PRINCIPAL REGISTER

Jan. 29, 1998 EXAMINER'S AMENDMENT MAILED

Jan. 27, 1998 ASSIGNED TO EXAMINER 73363

TM Staff and Location Information

TM Staff Information - None

File Location



Current Location: GENERIC WEB UPDATE Date in Location: Jun. 30, 2018

Proceedings

Summary

Number of
Proceedings:

9

 
Type of Proceeding: Opposition

Proceeding
Number:

91243034 Filing Date: Aug 15, 2018

Status: Terminated Status Date: Nov 21, 2018

Interlocutory
Attorney:

MARY CATHERINE FAINT

Defendant

Name: Colon Yonatan

Correspondent
Address:

COLON YONATAN
235 SUNRISE AVE SUITE 1105
PALM BEACH FL UNITED STATES , 33480

Correspondent e-
mail:

admin@colonholdings.biz , y.colon@colonholdings.biz

Associated marks

Mark Application Status
Serial
Number

Registration
Number

YUCKOFF! Abandoned - After Inter-Partes Decision 87723564

Plaintiff(s)

Name: S.C. Johnson & Son, Inc.

Correspondent
Address:

Dianne M. Smith-Misemer
Hovey Williams LLP
10801 Mastin Blvd., Ste. 1000
Overland Park KS UNITED STATES , 66210

Correspondent e-
mail:

B050994@scj.com , dsmisemer@hoveywilliams.com , litigation@hoveywilliams.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

OFF! REGISTERED AND RENEWED 73824568 1594843

OFF! DEEP WOODS REGISTERED AND RENEWED 73832937 1596048

TICKS-OFF REGISTERED AND RENEWED 73116415 1093550

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942

OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973

BUZZOFF Registered 78572214 4646992

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898

OFF! Registered 86002391 4657126

OFF! BUG CONTROL Section 8 and 15 - Accepted and Acknowledged 85054184 4147182

OFF! BOTANICALS Section 8 - Accepted 85051996 3959730

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! Registered 86002381 4657125

OFF! EXPL RE Registered 86002376 4657124

OFF! EXPLORE Registered 85620813 4641605

OFF! Registered 85669726 4522641

OFF! Registered 85669722 4522640

OFF! Registered 86105660 4579057

OFF! Registered 86105610 4574941



OFF! EXPLORE Registered 86002369 4657123

BUZZ OFF Fourth Extension - Granted 87510320

OFF! Section 8 and 15 - Accepted and Acknowledged 85194529 4092154

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 15, 2018

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 15, 2018 Sep 24, 2018

3 PENDING, INSTITUTED Aug 15, 2018

4 NOTICE OF DEFAULT Oct 04, 2018

5 P MOT TO AMEND PLEADING/AMENDED PLEADING Oct 18, 2018

6 BD DECISION: OPP SUSTAINED Nov 21, 2018

7 TERMINATED Nov 21, 2018

Type of Proceeding: Opposition

Proceeding
Number:

91216936 Filing Date: Jun 18, 2014

Status: Terminated Status Date: Oct 03, 2014

Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: Michelle Cutsha

Correspondent
Address:

MICHELLE CUTSHAW
1543 RIGSBEE DR
PLANO TX UNITED STATES , 75074-6557

Correspondent e-
mail:

michele.zarinelli@gmail.com;patentpaten

Associated marks

Mark Application Status
Serial
Number

Registration
Number

BUG OFF Abandoned - After Inter-Partes Decision 86034148

Plaintiff(s)

Name: S. C. Johnson & Son, Inc.

Correspondent
Address:

DIANNE M SMITH-MISEMER
HOVEY WILLIAMS LLP
10801 MASTIN BLVD, SUITE 1000
OVERLAND PARK KS UNITED STATES , 66210

Correspondent e-
mail:

tmdocketing.misemer@hoveywilliams.com , mmmitche@scj.com , capansch@scj.com , litigation@hoveywilliams.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TICKS-OFF REGISTERED AND RENEWED 73116415 1093550

OFF! REGISTERED AND RENEWED 73824568 1594843

BUZZOFF Registered 78572214 4646992

OFF! DEEP WOODS REGISTERED AND RENEWED 73832937 1596048

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973

BUG-0FF Cancelled - Section 8 78981457 3963304

OFF! Registered 85669726 4522641

OFF! ABANDONED - EXPRESS AFTER PUB 85383809

OFF! Registered 86002381 4657125



OFF! Registered 85669722 4522640

OFF! Registered 86002391 4657126

OFF! EXPLORE Registered 85620813 4641605

OFF! EXPLORE Registered 86002369 4657123

OFF! E PLORE Abandoned - No Statement Of Use Filed 85637999

OFF! E PLORE Abandoned - No Statement Of Use Filed 85639676

OFF! EXPL RE Registered 86002376 4657124

OFF! EXPL RE ABANDONED - EXPRESS AFTER PUB 85639653

OFF! E PLORE Abandoned - No Statement Of Use Filed 85633556

OFF! E PLORE Abandoned - No Statement Of Use Filed 85638000

OFF! OUTDOOR EXPLORER Abandoned - No Statement Of Use Filed 85620803

OFF! PROTECTION THAT GLOWS! ABANDONED - EXPRESS AFTER PUB 85777045

OFF! XPLORE Abandoned - No Statement Of Use Filed 85620781

OFF! XPL RE ABANDONED - EXPRESS AFTER PUB 85639636

OFF! Section 8 and 15 - Accepted and Acknowledged 85194529 4092154

OFF! BOTANICALS Section 8 - Accepted 85051996 3959730

OFF! BUG CONTROL Section 8 and 15 - Accepted and Acknowledged 85054184 4147182

BUZZ OFF Abandoned - No Statement Of Use Filed 86024288

BUG-OFF ABANDONED - EXPRESS AFTER PUB 86094438

OFF! Registered 86105660 4579057

OFF! ABANDONED - EXPRESS AFTER PUB 86105533

OFF! Registered 86105610 4574941

OFF! CLIP ON Abandoned - Express 86052362

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jun 18, 2014

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jun 18, 2014 Jul 28, 2014

3 PENDING, INSTITUTED Jun 18, 2014

4 P MOT FOR DEFAULT JUDGMENT Aug 08, 2014

5 NOTICE OF DEFAULT Aug 12, 2014

6 BD DECISION: SUSTAINED Oct 03, 2014

7 TERMINATED Oct 03, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91209742 Filing Date: Mar 13, 2013

Status: Terminated Status Date: Nov 26, 2013

Interlocutory
Attorney:

CHRISTEN M ENGLISH

Defendant

Name: Dog Holiday LLC

Correspondent
Address:

HOWARD BAUBE
DOG HOLIDAY LLC
1493 STATE RD
PLYMOUTH MA UNITED STATES , 02360-5135

Correspondent e-
mail:

baube@verizon.net

Associated marks

Mark Application Status
Serial
Number

Registration
Number

HERB-OFF Abandoned - After Inter-Partes Decision 85644385

Plaintiff(s)

Name: S. C. Johnson & Son, Inc.

Correspondent
Address:

DIANNE M SMITH-MISEMER
HOVEY WILLIAMS LLP
10801 MASTIN BLVD, SUITE 1000



OVERLAND PARK KS UNITED STATES , 66210

Correspondent e-
mail:

tmdocketing.misemer@hoveywilliams.com , mmmitche@scj.com , capansch@scj.com , litigation@hoveywilliams.com ,

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TICKS-OFF REGISTERED AND RENEWED 73116415 1093550

OFF! REGISTERED AND RENEWED 73824568 1594843

BUZZOFF Registered 78572214 4646992

OFF! DEEP WOODS REGISTERED AND RENEWED 73832937 1596048

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898

BUG OFF! Cancelled - Section 8 75507531 3303024

OFF! PROTECTION THAT GLOWS! Cancelled - Section 8 76080257 2664026

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973

1-888-OFFPROTECTS Cancelled - Section 8 78765927 3326915

BUG-0FF Abandoned - No Statement Of Use Filed 78208245

BUG-0FF Cancelled - Section 8 78981457 3963304

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 13, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 13, 2013 Apr 22, 2013

3 PENDING, INSTITUTED Mar 13, 2013

4 ANSWER Apr 19, 2013

5 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jun 18, 2013

6 SUSPENDED Jun 18, 2013

7 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Aug 16, 2013

8 SUSPENDED Aug 16, 2013

9 W/DRAW OF APPLICATION W/ CONSENT Nov 06, 2013

10 BD DECISION: DISMISSED W/O PREJ Nov 26, 2013

11 TERMINATED Nov 26, 2013

Type of Proceeding: Opposition

Proceeding
Number:

91199221 Filing Date: Mar 30, 2011

Status: Terminated Status Date: May 24, 2012

Interlocutory
Attorney:

CHERYL S GOODMAN

Defendant

Name: Dimitri Coats and Keith Morris

Correspondent
Address:

JOSEPH M SOFIO
LAW OFFICES OF JOSEPH M SOFIO
10 UNIVERSAL CITY PLAZA, SUITE 200
UNIVERSAL CITY CA UNITED STATES , 91608-1074

Correspondent e-
mail:

joe@builtentertainment.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

OFF! Section 8 and 15 - Accepted and Acknowledged 85066061 4166420

Plaintiff(s)

Name: S. C. Johnson & Son, Inc.



Correspondent
Address:

DIANNE M SMITH-MISEMER
HOVEY WILLIAMS LLP
10801 MASTIN BOULEVARD, SUITE 1000
OVERLAND PARK KS UNITED STATES , 66201

Correspondent e-
mail:

tmdocketing.misemer@hoveywilliams.com , litigation@hoveywilliams.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TICKS-OFF REGISTERED AND RENEWED 73116415 1093550

OFF! REGISTERED AND RENEWED 73824568 1594843

BUZZOFF Registered 78572214 4646992

OFF! DEEP WOODS REGISTERED AND RENEWED 73832937 1596048

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898

BUG OFF! Cancelled - Section 8 75507531 3303024

OFF! PROTECTION THAT GLOWS! Cancelled - Section 8 76080257 2664026

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973

1-888-OFFPROTECTS Cancelled - Section 8 78765927 3326915

BUG-0FF Abandoned - No Statement Of Use Filed 78208245

OFF! BOTANICALS ABANDONED - EXPRESS AFTER PUB 77929474

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 30, 2011

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 30, 2011 May 09, 2011

3 PENDING, INSTITUTED Mar 30, 2011

4 NOTICE OF DEFAULT May 31, 2011

5 D'S RESPONSE TO THE BD'S ORDER AND ANSWER Jun 30, 2011

6 TRIAL DATES RESET Aug 04, 2011

7 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Sep 28, 2011

8 SUSPENDED Sep 28, 2011

9 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Dec 08, 2011

10 SUSPENDED Dec 08, 2011

11 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Feb 17, 2012

12 SUSPENDED Feb 17, 2012

13 MOTION TO AMEND APPLICATION Mar 26, 2012

14 RESPONSE DUE 30 DAYS (DUE DATE) Mar 29, 2012 Apr 28, 2012

15 WITHDRAWAL OF OPPOSITION Apr 10, 2012

16 BD'S DECISION: DISMISSED W/O PREJUDICE May 24, 2012

17 TERMINATED May 24, 2012

Type of Proceeding: Opposition

Proceeding
Number:

91199112 Filing Date: Mar 23, 2011

Status: Terminated Status Date: Jul 06, 2011

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: Seymour Maltz

Correspondent
Address:

SEYMOUR MALTZ
7477 OAK MOSS DR
SARASOTA FL UNITED STATES , 34241



Correspondent e-
mail:

ronmaltz@comcast.net

Associated marks

Mark Application Status
Serial
Number

Registration
Number

STING OFF IT WORKS Abandoned - After Inter-Partes Decision 85071469

Plaintiff(s)

Name: S. C. Johnson & Son, Inc.

Correspondent
Address:

DIANNE M SMITH-MISEMER
HOVEY WILLIAMS LLP
10801 MASTIN BLVD SUITE 1000, 84 CORPORATE WOODS
OVERLAND PARK KS UNITED STATES , 66210

Correspondent e-
mail:

tmdocketing.misemer@hoveywilliams.com , MMMitche@scj.com , CAPansch@SCJ.COM , litigation@hoveywilliams.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TICKS-OFF REGISTERED AND RENEWED 73116415 1093550

OFF! REGISTERED AND RENEWED 73824568 1594843

BUZZOFF Registered 78572214 4646992

OFF! DEEP WOODS REGISTERED AND RENEWED 73832937 1596048

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898

BUG OFF! Cancelled - Section 8 75507531 3303024

OFF! PROTECTION THAT GLOWS! Cancelled - Section 8 76080257 2664026

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973

1-888-OFFPROTECTS Cancelled - Section 8 78765927 3326915

BUG-0FF Abandoned - No Statement Of Use Filed 78208245

OFF! BOTANICALS ABANDONED - EXPRESS AFTER PUB 77929474

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 23, 2011

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 23, 2011 May 02, 2011

3 PENDING, INSTITUTED Mar 23, 2011

4 NOTICE OF DEFAULT May 19, 2011

5 BOARD'S DECISION: SUSTAINED Jul 06, 2011

6 TERMINATED Jul 06, 2011

Type of Proceeding: Opposition

Proceeding
Number:

91198856 Filing Date: Mar 07, 2011

Status: Terminated Status Date: May 17, 2011

Interlocutory
Attorney:

CHERYL S GOODMAN

Defendant

Name: The Garmon Corporation

Correspondent
Address:

COLIN C HOLLEY
HAMPTON HOLLEY LLP
2101 E COAST HWY , SUITE 260
CORONA DEL MAR CA UNITED STATES , 92625-1971

Correspondent e-
mail:

cholley@hamptonholley.com

Associated marks



Mark Application Status
Serial
Number

Registration
Number

OFF LIMITS! Abandoned - After Inter-Partes Decision 85009776

Plaintiff(s)

Name: S. C. Johnson & Son, Inc.

Correspondent
Address:

DIANNE M SMITH MISEMER
HOVEY WILLIAMS LLP
10801 MASTIN BLVD STE 1000, CORPORATE WOODS BUILDING 84
OVERLAND PARK KS UNITED STATES , 66210

Correspondent e-
mail:

tmdocketing.misemer@hoveywilliams.com , MMMitche@scj.com , CAPansch@SCJ.COM , litigation@hoveywilliams.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TICKS-OFF REGISTERED AND RENEWED 73116415 1093550

OFF! REGISTERED AND RENEWED 73824568 1594843

BUZZOFF Registered 78572214 4646992

OFF! DEEP WOODS REGISTERED AND RENEWED 73832937 1596048

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898

BUG OFF! Cancelled - Section 8 75507531 3303024

OFF! PROTECTION THAT GLOWS! Cancelled - Section 8 76080257 2664026

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973

1-888-OFFPROTECTS Cancelled - Section 8 78765927 3326915

BUG-0FF Abandoned - No Statement Of Use Filed 78208245

OFF! BOTANICALS ABANDONED - EXPRESS AFTER PUB 77929474

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 07, 2011

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 07, 2011 Apr 16, 2011

3 PENDING, INSTITUTED Mar 07, 2011

4 D'S MOT FOR EXTEN. OF TIME W/ CONSENT Apr 22, 2011

5 EXTENSION OF TIME GRANTED May 04, 2011

6 WITHDRAWAL OF APPLICATION May 13, 2011

7 BD'S DECISION: DISMISSED W/O PREJUDICE May 17, 2011

8 TERMINATED May 17, 2011

Type of Proceeding: Opposition

Proceeding
Number:

91195031 Filing Date: May 25, 2010

Status: Terminated Status Date: Jan 19, 2011

Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: Lewey's Eco-Blends, Inc.

Correspondent
Address:

ANTHONY PELLEGRINI
RUDMAN & WINCHELL
P.O. BOX 1401
BANGOR ME UNITED STATES , 04402-1401

Correspondent e-
mail:

apellegrini@rudman-winchell.com

Associated marks

Serial Registration



Mark Application Status
Number Number

BUZZ-OFF Abandoned - After Inter-Partes Decision 76491256

Plaintiff(s)

Name: S. C. Johnson & Son, Inc.

Correspondent
Address:

DIANNE M. SMITH-MISEMER
HOVEY WILLIAMS LLP
10801 MASTIN BOULEVARD, SUITE 1000, 84 CORPORATE WOODS
OVERLAND PARK KS UNITED STATES , 66210

Correspondent e-
mail:

tmdocketing.misemer@hoveywilliams.com , MMMitche@scj.com , litigation@hoveywilliams.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TICKS-OFF REGISTERED AND RENEWED 73116415 1093550

OFF! REGISTERED AND RENEWED 73824568 1594843

BUZZOFF Registered 78572214 4646992

DEEP WOODS OFF! REGISTERED AND RENEWED 73832937 1596048

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898

BUG OFF! Cancelled - Section 8 75507531 3303024

OFF! PROTECTION THAT GLOWS! Cancelled - Section 8 76080257 2664026

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973

1-888-OFFPROTECTS Cancelled - Section 8 78765927 3326915

BUG-0FF Abandoned - No Statement Of Use Filed 78208245

OFF! BOTANICALS ABANDONED - EXPRESS AFTER PUB 77929474

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE May 25, 2010

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: May 25, 2010 Jul 04, 2010

3 PENDING, INSTITUTED May 25, 2010

4 ANSWER Jun 25, 2010

5 WITHDRAWAL OF APPLICATION WITH CONSENT Jan 05, 2011

6 WITHDRAWAL OF OPPOSITION Jan 07, 2011

7 BOARD'S DECISION: SUSTAINED Jan 19, 2011

8 TERMINATED Jan 19, 2011

Type of Proceeding: Opposition

Proceeding
Number:

91187117 Filing Date: Oct 22, 2008

Status: Terminated Status Date: Jun 18, 2009

Interlocutory
Attorney:

GEORGE POLOGEORGIS

Defendant

Name: Farnam Companies, Inc.

Correspondent
Address:

Ray K. Harris
FENNEMORE CRAIG
3003 North Central Avenue, Suite 2600
Phoenix AZ UNITED STATES , 85048

Correspondent e-
mail:

RHARRIS@FCLAW.com

Associated marks

Mark Application Status
Serial Registration



Number Number

FLYS-OFF REGISTERED AND RENEWED 77385248 3659868

Plaintiff(s)

Name: S. C. Johnson & Son, Inc.

Correspondent
Address:

Dianne M. Smith-Misemer
Sonnenschein Nath & Rosenthal LLP
Wacker Drive Station, Sears Tower P.O. Box 061080
Chicago IL UNITED STATES , 60606-1080

Correspondent e-
mail:

ttab@sonnenschein.com , dsmisemer@sonnenschein.com , wprecht@sonnenschein.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

OFF! REGISTERED AND RENEWED 73824568 1594843

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942

DEEP WOODS OFF! REGISTERED AND RENEWED 73832937 1596048

TICKS-OFF REGISTERED AND RENEWED 73116415 1093550

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898

BUG OFF! Cancelled - Section 8 75507531 3303024

OFF! PROTECTION THAT GLOWS! Cancelled - Section 8 76080223 2564501

OFF! PROTECTION THAT GLOWS! Cancelled - Section 8 76080257 2664026

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973

BUZZOFF Registered 78572214 4646992

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 22, 2008

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 23, 2008 Dec 02, 2008

3 PENDING, INSTITUTED Oct 23, 2008

4 ANSWER Dec 01, 2008

5 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Jan 30, 2009

6 SUSPENDED Jan 30, 2009

7 WITHDRAWAL OF OPPOSITION May 12, 2009

8 RESPONSE DUE 20 DAYS May 14, 2009

9 BD'S DECISION: DISMISSED W/ PREJUDICE Jun 18, 2009

10 TERMINATED Jun 18, 2009

Type of Proceeding: Opposition

Proceeding
Number:

91187009 Filing Date: Oct 15, 2008

Status: Terminated Status Date: Dec 04, 2009

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: Buzz Off Insect Shield, LLC

Correspondent
Address:

Perry J. Viscounty
Latham & Watkins LLP
650 Town Center Drive, Suite 2000
Costa Mesa CA UNITED STATES , 92626-1925

Correspondent e-
mail:

ttab@sonnenschein.com , dsmisemer@sonnenschein.com , lbruno@sonnenschein.com , jklenk@sonnenschein.com ,
sldavis@scj.com , capansch@scj.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number



BUZZ OFF INSECT SHIELD Abandoned - After Inter-Partes Decision 76535857

Plaintiff(s)

Name: S. C. Johnson & Son, Inc.

Correspondent
Address:

Dianne M. Smith-Misemer
Sonnenschein Nath & Rosenthal LLP
Wacker Drive Station, Sears Tower, P.O. Box 061080
Chicago IL UNITED STATES , 60606-1080

Correspondent e-
mail:

ttab@sonnenschein.com , dsmisemer@sonnenschein.com , lbruno@sonnenschein.com , jklenk@sonnenschein.com ,
sldavis@scj.com , capansch@scj.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

OFF! REGISTERED AND RENEWED 73824568 1594843

OFF! REGISTERED AND RENEWED 75313580 2169628

OFF! DEEP WOODS REGISTERED AND RENEWED 78230707 2819942

DEEP WOODS OFF! REGISTERED AND RENEWED 73832937 1596048

TICKS-OFF REGISTERED AND RENEWED 73116415 1093550

BUG-OFF Cancelled by Court Order (Section 37) 75506293 2369898

BUG OFF! Cancelled - Section 8 75507531 3303024

OFF! PROTECTION THAT GLOWS! Cancelled - Section 8 76080223 2564501

OFF! PROTECTION THAT GLOWS! Cancelled - Section 8 76080257 2664026

OFF! BOTANICALS REGISTERED AND RENEWED 76171559 2807688

OFF! REGISTERED AND RENEWED 78624775 3299106

OFF! REGISTERED AND RENEWED 78624765 3299105

OFF! ACTIVE REGISTERED AND RENEWED 78756306 3262973

BUZZOFF Registered 78572214 4646992

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 15, 2008

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 16, 2008 Nov 25, 2008

3 PENDING, INSTITUTED Oct 16, 2008

4 POWER OF ATTORNEY Nov 11, 2008

5 STIP TO SUSPEND PEND DISP CIV ACTION Nov 17, 2008

6 SUSPENDED Nov 17, 2008

7 STIPULATED MOTION TO ABANDONED APPLICATIN Oct 12, 2009

8 BD'S DECISION: DISMISSED W/O PREJUDICE Dec 04, 2009

9 TERMINATED Dec 04, 2009
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Mark Information

Mark Literal
Elements:

OFF!

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Related Properties Information

Claimed Ownership
of US

Registrations:

0539082, 1093550

Goods and Services

Note:
The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: INSECT REPELLENT

International
Class(es):

005 - Primary Class U.S Class(es): 006

Class Status: ACTIVE

Basis: 1(a)

First Use: May 09, 1957 Use in Commerce: May 09, 1957

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes

Generated on: This page was generated by TSDR on 2019-10-17 15:11:36 EDT

Mark: OFF!

US Serial Number: 73824568 Application Filing
Date:

Sep. 11, 1989

US Registration
Number:

1594843 Registration Date: May 08, 1990

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Sep. 17, 2009

Publication Date: Feb. 13, 1990



Filed ITU: No Currently ITU: No

Filed 44D: No Currently 44E: No

Filed 44E: No Currently 66A: No

Filed 66A: No Currently No Basis: No

Filed No Basis: No

Current Owner(s) Information

Owner Name: S. C. JOHNSON & SON, INC.

Owner Address: 1525 HOWE STREET
RACINE, WISCONSIN UNITED STATES 534035011

Legal Entity Type: CORPORATION State or Country
Where Organized:

WISCONSIN

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Sally L. Davis Docket Number: 000311

Attorney Primary
Email Address:

B050994@scj.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Sally L. Davis
S. C. Johnson & Son, Inc.
1525 Howe Street
RACINE, WISCONSIN UNITED STATES 53403

Phone: 262/260-2620 Fax: 262/260-4253

Correspondent e-
mail:

B050994@scj.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

May 08, 2019 COURTESY REMINDER - SEC. 8 (10-YR)/SEC. 9 E-MAILED

Sep. 17, 2009 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 66607

Sep. 17, 2009 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Sep. 15, 2009 TEAS SECTION 8 & 9 RECEIVED

Jan. 05, 2009 CASE FILE IN TICRS

Nov. 08, 2000 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS)

Nov. 08, 2000 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Mar. 14, 2000 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Jan. 04, 1996 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.

May 15, 1995 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

May 08, 1990 REGISTERED-PRINCIPAL REGISTER

Feb. 13, 1990 PUBLISHED FOR OPPOSITION

Jan. 12, 1990 NOTICE OF PUBLICATION

Dec. 04, 1989 APPROVED FOR PUB - PRINCIPAL REGISTER

Nov. 29, 1989 ASSIGNED TO EXAMINER 67431

Nov. 21, 1989 ASSIGNED TO EXAMINER 67431

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Sep. 17, 2009



United States Patent and Trademark Office 
Hom e | Site  I ndex | Search| Guides| Contacts| eBusiness| eBiz a lerts| New s| Help

Assignments on the Web > Tradem ark Query

No assignm ent  has been recorded at  the USPTO 

For Seria l Num ber: 7 3 8 2 4 5 6 8

If you have any comments or questions concerning the data displayed, contact PRD / Assignments at 571-272-3350. v.2.6
Web interface last modified: August 25, 2017 v.2.6

|  .HOME |  INDEX|  SEARCH |  eBUSINESS |  CONTACT US |  PRIVACY STATEMENT

Page 1 of 1USPTO Assignments on the Web

10/17/2019http://assignments.uspto.gov/assignments/q?db=tm&qt=sno&reel=&frame=&sno=73824...


	EXHIBIT A cover.pdf
	OFF!, Reg. No. 4092154, reg cert
	OFF!, Reg. No. 4092154, status
	Case Status

	OFF!, Reg. No. 4092154, assn history
	OFF!, Reg. No.  3299106 , reg cert
	OFF!, Reg. No.  3299106 , status
	Case Status

	OFF!, Reg. No.  3299106 , assn history
	OFF!, Reg. No. 3299105, reg cert
	OFF!, Reg. No. 3299105, status
	Case Status

	OFF!, Reg. No. 3299105, assn history
	OFF!, Reg. No. 2169628, reg cert
	OFF!, Reg. No. 2169628, status
	Case Status

	OFF!, Reg. No. 2169628, assn history
	OFF!, Reg. No. 1594843, reg cert
	OFF!, Reg. No. 1594843, status
	Case Status

	OFF!, Reg. No. 1594843, assn history

